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AssociATED Press v. INTERNATIONAL News SERVICE 
(245 Fed. Rep. 244) 


United States Circuit Court of Appeals 
Second Circuit, June 21, 1917 


Unrarr CoMPETITION—FRAvUDULENT Use or News. 

Inducing plaintiff's customers to give up news furnished by 
plaintiff, and the copying thereof from bulletins and early editions of 
New York papers, followed by the publication thereof to its custom- 
ers as its own, is a fraudulent invasion of plaintiff’s right of property 
in such news items, and constitutes unfair competition. 


Appeal by both parties from an order of the United States 
District Court, for the Southern District of New York, granting a 
preliminary injunction. Modified. 


For the opinion of the court below, see 7 T. M. Rep. 436. 


Cross-appeals from order entered in District Court for Southern 
District of New York granting in part only the preliminary injunction 
moved for by plaintiff. 

The writ in question (reduced to its lowest terms) restrains defend- 
ant from (1) procuring any agent or employe of plaintiff, or any of its 
members, to give or permit defendant to take, for a consideration or 
otherwise, any “news” received from or gathered for plaintiff, and from 
using or selling “any news so obtained.” The injunction as granted also 
(2) enjoins defendant from procuring any newspaper represented by a 
member of plaintiff to violate any agreement established by the charter or 
by-laws of plaintiff. Defendant alleges as error the issuance of the 
writ above outlined. 

Plaintiff's motion for relief asked for what the court below granted, 
and further that defendant be enjoined from “copying, transmitting, sell- 
ing, using, or causing to be copied, etc., any of the news furnished by 
plaintiff, from bulletins or newspapers published by a member” of plain- 
tiff, and also from “competing with plaintiff” or its members by the unfair 
methods set forth in the bill. Injunction in substantially this form having 
been refused, plaintiff’s appeal assigns such refusal for error. 

Plaintiff is chartered by New York, under a general statute known 
as the Membership Corporation Law (Consol. Laws, c. 35); an act used for 
the organization of clubs and the like. It has no capital stock, its mem- 
bership is selective, its business is the gathering of news all over the 
world, and the very great expense of such acquisition and transmission of 
information is borne by ratable levy or assessment upon its “members.” 
Such members are practically about 950 newspaper owners distributed over 
the United States; but, since such owners are frequently corporations, 
each corporate contributor must furnish a natural person to act as the 
legal member of this New York corporation. Such natural person is 
commonly called the “representative” of whatever newspaper he serves. 

Defendant is a business corporation of New Jersey, has capital stock, 
is engaged as a rival in the same business as plaintiff, and seeks a profit 
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by selling the news or information it acquires to customers, usually news- 
paper publishers. 

Some publications are members of the Associated Press, and also 
customers of the International; but such double service is unusual. The 
parties hereto are undoubtedly in keen competition, as are usually the 
journals served by one or the other in any given city. 

News received at a principal office of plaintiff is disseminated by 
telegraph or telephone to members at a distance, and (in the largest cities 
at all events) the offices of journals taking the fullest or largest As- 
sociated Press service contain a machine (furnished by plaintiff) of the 
printing telegraph type whereon the incoming news is shown automatically. 

Every newspaper has, of course, a staff for the investigation of local 
happenings; if such paper is a member of plaintiff, it may be required to 
furnished to other members and through plaintiff the news of its locality. 
This is an important part of the Associated Press scheme of news ac- 
quisition, viz. the cooperative feature. 

Plaintiff's by-laws explicitly forbid any member from imparting to any 
one Associated Press news “in advance of publication,” or to “conduct his 
business in such a manner” that such news so furnished to him “may 
be communicated to any person, firm, corporation or association not en- 
titled to receive the same”—i. e., any one not in good standing with and in 
the Associated Press. The by-laws fix times of the day before which 
publication of members’ newspapers shall not occur, but the exhibition of 
bulletins at its offices within each paper’s own territory is not a violation 
of these rules. 

The business of gathering, stating, transmitting and selling statements 
of fact as “news” did not originate with either party hereto, and the gen- 
eral methods of journalists in regard to this* department of activity are 
not in dispute, although (as appears hereafter) argument is hung on one 
old prevalent and undisputed habit of newsgatherers. 

The principal facts upon which the court below based the first head 
of injunction are that in Cleveland, Ohio, is published a newspaper which 
has Associated Press membership, and had for a considerable time in its 
employ a “telegraph editor,” who would naturally receive incoming As- 
sociated Press items. This man (in accordance with by-laws) was charged 
with the transmission to plaintiff of Cleveland news possessed of more than 
local interest, and (properly) received pay from plaintiff for so doing. 
Defendant corrupted this editor to apprise its agents of what he thus 
learned, and disseminated such news as the result of its own legitimate 
labor. 

The second head of injunction is based on the fact that there is in 
New York City a newspaper which has the service of both plaintiff and 
defendant. In its publication office is one of the printing telegraph ma- 
chines aforesaid, and the managers of said newspaper were induced to 
permit agents of defendant to enter their office, read what was “coming in” 
on the machine, and use the information thus acquired as the basis for 
telegraphic and other items, represented as the gatherings of its own em- 
ployes from original sources, or at least they were not otherwise marked 
or described. 

The material facts on which plaintiff moved for such injunctive relief 
as was refused below are undisputed and as follows: 

The natural place for receiving news from Europe (and indeed be- 
yond) is the Atlantic seaboard, and especially New York. Bulletins and 
early editions, put out by members of plaintiff in the seaboard cities, are 








GORE E EOE Pigg 


¢ 





ASSOCIATED PRESS V. INTERNATIONAL NEWS SERVICE 39 


read by agents of defendant, and the substance thereof transmitted by wire 
westward, sold to defendant’s customers, and by them printed, perhaps, 
without any knowledge on their part that the origin of and sole basis for 
defendant’s dispatch is (e. g.) a bulletin posted in New York by a member 
of plaintiff, as the result of plaintiff's efforts, and certainly without any 
such information given them by defendant. That this practice obtains 
the answer admits, and justifies the same as matter of law, while alleging 
(in substance) that it is no more than a part or legitimate outgrowth of 
the newspaper habit of utilizing “tips.” 

This word signifies a bare intimation that something has happened. 
When such “tip” has been verified by independent investigation on the 
part of the person receiving it, the facts may be and are disseminated as 
discovered by the journal or news agency getting the “tip.” This practice 
may, we believe, be regarded as universal in newsgathering circles. The 
District Judge did not consider the utilization of “tips” as having any 
necessary bearing on the bodily appropriation and sale of news from 
early editions and bulletins, and felt satisfied that as matter of law plain- 
tiff should have all the relief demanded, but, regarding this last question 
as to the effect of “publication” by an Associated Press paper as one of 
first impression, refused the third demand of plaintiff, and remitted the 
matter to this court. 


Peter S. Grosscup, of Chicago, Ill. (Fred B. Jennings and 
Winfred T. Denison, both of New York City, on the 
brief), for plaintiff. ; 

Samuel Untermyer and William A. De Ford, both of New 
York City (Henry A. Wise, of New York City, on the 
brief), for defendant. 


Before Warp, Rogers and Hoven, Circuit Judges. 


Hoven, Circuit Judge (after stating the facts as above). 
Defendant does not admit the facts above stated, as to procuring 
news from a telegraph machine in the office of a publisher; we think 
them fairly and fully proven. The evidence adduced for the de- 
fense on all the other points above mentioned amounts to an asser- 
tion that what defendant is accused of wrongfully doing plaintiff 
itself does and has done, and it is, indeed, a part of the newsgather- 
ing trade. Upon these propositions of facts are rested the conclu- 
sions that (1) if the acts are wrong, plaintiff cannot ask relief in 
equity when its own hands are unclean; and (2) if they are not 
wrong, i. e., illegal, no ground for relief exists. In our opinion the 
facts concerning the Cleveland episode are proved as stated; the 
plaintiff does not and has not copied and sold news from bulletins, 
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etc., of papers using defendant’s service; and the “tip” habit, 
though discouraged by plaintiff, is incurably journalistic. 

If the facts are as we have now found them, no party asserts 
that the acts restrained by the injunction as issued can be justified, 
either in law or morals. The right to proceed in equity to restrain 
inducing to breach of contract we have recognized in American, 
etc., Co. v. Keitel, 209 Fed. 351, 126 C. C. A. 277; and the inequity 
of seeking profit by procuring the breach of any confidential rela- 
tion by an employe is fully considered in Peabody v. Norfolk, 98 
Mass. 452, 96 Am. Dec. 664, and Dodge Co. v. Construction, etc. 
Co., 183 Mass. 62, 66 N. E. 204, 60 L. R. A. 810, 97 Am. St. Rep. 
412. The relations (inter se) of the members of the Associated 
Press are quite as confidential as those of master and trusted ser- 
vant; the same reasoning applies. The order, so far as attacked 
by defendant’s appeal, we consider granted in the fair exercise of 
discretion, and therefore proper. 

Plaintiff's appeal, being from a refusal to grant injunction 
pendente lite, is of an infrequent kind; but*still more rare is the 
presentation by such appeal of a clear-cut question of law, upon 
undisputed facts, largely admitted in the pleadings. These facts 
enable us to render opinion without danger of even seeming to 
trench upon discretionary matters. We are practically requested 
to act by the District Court itself. 

There is no difficulty in discriminating between the utilization 
of “tips” and the bodily appropriation of another’s labor in ac- 
cumulating and stating information. As a matter of fact, one who, 
on hearing a rumor or assertion, investigates and verifies it, whether 
with much or little effort, acquires knowledge by processes of his 
own; the result is his. In all the relations of life, most of what 
most of us say we know is but the result of verifying “tips,” given, 
consciously or unconsciously, by those in our environment. As a 
matter of law or rule, it is impossible to say in advance what 
measure of investigation or verification must satisfy the censor, and 
the law does not seek to compel the vain or impossible. Doubtless 
there have been, and will be again, instances where the asserted or 
pretended investigation is but an excuse for appropriation, where 
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no reasonable man would believe that any effort had been made, 
except to conceal the absence of original work, but no such case 
is before us. 

What is before us, and on the pleadings, is whether it is lawful, 
and, if unlawful, whether equity affords a remedy, for the ad- 
mitted practice or habit of appropriating from bulletins and early 
editions the result of plaintiff's labors, and selling or otherwise gain- 
fully using the same, either in the plaintiff’s form or after passing 
it under the hand of a “rewrite” man. This adjective is the trade 
description of one who changes the language or sequence of some 
composition of words; his labors do not change the substance, and 
are immaterial to the present controversy. 

Defendant justifies bodily appropriation without independent 
investigation, because (1) all plaintiff ever has in possession or for 
communication are facts; (2) all defendant takes are facts, and (3) 
there can be no property in facts; but (4) if there be any such prop- 
erty it is lost at the moment any member of plaintiff, in accordance 
with its own rules, publishes said facts by showing a bulletin or 
distributing an edition. 

Plaintiff replies that it is (a) untrue that facts alone constitute 
its stock in trade; it deals in news; and (b) in news there is a prop- 
erty right recognized by reason and authority. Further (c) such 
property right inures to and persists in the plaintiff entity and each 
one of its members, and (d) is not exhausted by the act of a single 
member, which act is (e) improperly called by defendant “‘publica- 
tion,’ a word inappropriate to “news,” which is not literary prop- 
erty. Finally (f) plaintiff complains of defendant’s admitted 
practices as unfair competition. 

(1, 2,a) With the existence of a truth, with physical facts per 
se, neither plaintiff nor defendant is concerned; for them facts in 
that absolute sense are but as ore in a mountain or fish in the sea— 
valueless unless and until by labor mined or caught for use. Nor 
are facts, even after ascertainment, news, unless they have that 
indefinable quality of interest, which attracts public attention. 
Neither is news always synonymous with facts, in the sense of 
verity ; indeed, much news ultimately proves fictitious, yet it is ex- 
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cellent news notwithstanding. The word means no more (laying 
aside hoaxing and intentional falsehood) than apparently authentic 
reports of current events of interest. 

When one copies a statement from a bulletin, he cannot assert 
himself to be possessed of any certain fact other than that of his 
own appropriation. The only fact he knows is that the bulletin 
maker made an assertion; but he has taken the news, because that 
is what the bulletin proclaimed, if its maker was skillful in his 
business. 

(8, b) Whether there is or can be any property in facts per se, 
any more than there is in ideas or mental concepts, is a metaphysical 
query that can be laid aside; for there is no doubt, either on reason 
or authority, that there is a property right in news capable of and 
entitled to legal protection. Property, nomen generalissimum, covers 
everything that has an exchangeable value (The Slaughter House 
Cases, 16 Wall. 127, 19 L. Ed. 915) ; that news possesses the quality 
stated seems obvious enough, when it is ebserved that defendant 
takes it, in order to exchange it against dollars. 

Special or trade news of divers kinds constitute property, as 
has often been decided (Hunt v. Cotton Exchange, 205 U. S. at 322, 
27 Sup. Ct. 529, 51 L. Ed. 821; Dr. Miles Co. v. Park, 220 U. S. 
at 402, 31 Sup. Ct. 376, 55 L. Ed. 502; Board of Trade v. Christie 
Co., 198 U. S. 236, 25 Sup. Ct. 637, 49 L. Ed. 1031, affirming Board 
of Trade v. Kinsey, 130 Fed. 507, 64 C. C. A. 669, 69 L. R. A. 59, 
and citing with approval National Telegraph, etc., Co. v. Western 
Union Co., 119 Fed. 294, 56 C. C. A. 198, 60 L. R. A. 805; Dodge 
Co. v. Construction, etc., Co., 183 Mass. 62, 66 N. E. 204, 60 L. R. 
A. 810, 97 Am. St. Rep. 412; Exchange, etc., Co. v. Central, etc., Co., 
2 Chan. [1897] 48; Kiernan v. Manhattan, etc., Co., 50 How. Prac. 
[N. Y.] 194; Board of Trade v. Cella, etc., Co., 145 Fed. 28, 76 
C. C. A. 28); and the point was assumed as settled by us in Board 
of Trade v. Tucker, 221 Fed. 305, 137 C. C. A. 255. 

There is no distinction entailing a legal difference, between 
news of the prices of corporate securities or commodities, of sport- 
ing events, or opportunities of profitable contracting, and news of 
current political, socialor national events. Both require labor and 
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expense in acquisition, transmission and dissemination, both have 
exchangeable values, and all alike lose by exposure the quality of 
news, which, when it becomes history, may remain important, but 
its commercial value has largely gone. 

In the National Telegraph Case, 119 Fed. 300, 56 C. C. A. 
198, 60 L. R. A. 805, the property rights of the “great news 
agencies’ were referred to as existing for the same reasons as ob- 
tained in respect of market quotations, and, as we have indicated, 
that decision was approvingly cited by the Supreme Court in the 
decision which we think settled the general proposition that all news 
as commercially sold is property. 198 U. S. 236, 25 Sup. Ct. 637, 
49 L. Ed. 1031. 

Assuming, now, the existence at some time of some property 
right in plaintiff and to its news, the qualities producing exchange- 
able value may be noted. Regularity and reliability, the fruits of 
organization and expenditure, are of course necessary; but all that 
is vain unless the news is fresh, early, and, if not always first in 
point of time, as prompt as any. ‘Time is of the essence, and the 
basic question on this branch of the discussion is: How long does 
the property quality endure in news? 

(4, c, d, e) Plaintiff is a membership corporation, its mem- 
bers cooperate in newsgathering, and each has in his own locality a 
several right to and ownership in the results of plaintiff's labors, 
viz. the news. The rights of members, whether printing in Du- 
luth or Galveston, New York or San Francisco, are equal, and the 
aggregate of their rights is the plaintiff’s right. If it be admitted 
that plaintiff's right of property in its news once existed, such exist- 
ence was for the benefit of all its members, who, however (owing to 
the earth’s method of rotation), cannot simultaneously exercise 
their several rights. Yet all exercise them at the same hour of their 
several days. 

It is sought, if not to limit the doctrine of property in news to 
the time during which it remains locked up in the breast of its 
gatherer, to interpret the decisions cited as meaning only that news 
is “like a trade secret” (198 U. S. 250, 25 Sup. Ct. 637, 49 L. Ed. 
1031), lost when divulged in the course of business. Doubtless the 
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analogy of restraining in equity wrongful knowledge of private busi- 
ness methods was very useful in developing the doctrine that the 
“courts ought to protect in every reasonable way” the “valuable 
right of property” in information. Dodge Co. v. Construction, etc., 
Co., supra. But news is far more than a trade secret, for that must 
remain private to have its best value, while news is obtained for 
publicity alone. The true line of decision is indicated by the con- 
clusion of the court in the Christie Case—that the “information will 
not become public property until the plaintiff has gained his re- 
ward.” 198 U. S. 251, 25 Sup. Ct. 637, 49 L. Ed. 1031. Of 
course, this means his reasonable reward, and, as in that instance 
of trade quotations, divulging the same to one patron’s office full of 
customers did not reasonably terminate plaintiff's property, so here 
it is reasonable and just that each member of plaintiff and plaintiff 
itself should have a property right in its news until the reasonable 
reward of each member is received, and that means (with due allow- 
ance for the earth’s rotation) until plaiftiff’s most Western member 
has enjoyed his reward, which is, not to have his local competitor 
supplied in time for competition with what he has paid for. 
Surely this is a modest limit of rights. 

But the foregoing is thought to be avoided, if not controverted, 
by dwelling on the word “publication,” and insisting in substance 
that when (e. g.) a single New York paper (being a member of 
plaintiff) prints an item and sells a copy of that edition, all the 
world can copy as it pleases, to any extent and for any purpose, 
commercial or otherwise, because nothing but copyright protects 
that paper, and copyright does not cover statements of fact, but 
merely their literary dress or form. 

The argument assumes that what plaintiff is interested in, and 
is trying to preserve, is literary property, or anything capable of 
copyright protection. It may be granted that the newspaper first 
giving out the news in question is copyrighted, that fact statements 
are not thereby protected as such, and that publication at common 
law terminated an author’s rights in his manuscript and the fruits of 
his brains; yet it still remains true that plaintiff's property in news 
is not literary at all, that it is not capable of copyright, and that 
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‘publication,’ as that word is used in the long line of decisions re- 
garding literary rights, has no determinative bearing on this case. 
No one before ever attributed to publication a sense that would limit 
a lawful business to a few degrees of longitude. The word is 
legally very old, and of no one certain meaning. Publication of 
evidence in equity or admiralty, of banns, of libel, ete., bears but 
remote relation to the act which is thought once to have terminated 
an author’s property, and now is a requisite to statutory copyright. 
The thought, however, running through all the uses of the word, is 
an advising of the public, a making known of something to them for 
a purpose. It follows that the crucial inquiry is as to that purpose: 
[s it lawful? 

In all the “quotation” cases, it was held that the purpose of the 
publicity given was not to let other people sell the quotations, and 
that that purpose was lawful. As we put it in the Tucker Case, 221 
Fed. 307, 187 C. C. A. 255: 

“The posting of * * * quotations on a blackboard * * * is 
not the sort of publication which will terminate complainant’s property 
right in them.” 

Thus it appears that not all publications are alike, and this is 
true, even under the Copyright Acts. In Werckmeister v. Ameri- 
can, etc., Co., 134 Fed. 321, 69 C. C. A. 558, 68 L. R. A. 591, an 
opinion by Townsend, J., of which it has been said that it “left 
little to be added to the discussion” (American Tobacco Co. v. 
Werckmeister, 207 U. S. 299, 28 Sup. Ct. 72, 52 L. Ed. 208, 12 
Ann. Cas. 595), that learned judge said that the use of “publica- 
tion’’ without explanation or qualification was unfortunate. “The 
nature of the property in question in large measure determines the 
extent of public right.” And it was held that unless there was an 
“abandonment of copyright or dedication to the public,” the owner 
of a thing capable of copyright could “expressly or by implication 
confine the enjoyment of such subject to some occasion or definite 
purpose.” 

We have assumed the newspaper first printing to be copy- 
righted, and no doubt its publication of its early edition was a gen- 
eral publication; but it could not copyright, abandon, nor destroy 
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what it dia not own, and it did not own plaintiff's property in the 
news, nor that of its own fellow members in California. It did own 
the right to print in New York, but we discover no magic in the 
word “publication” which takes away or terminates the rights of 
others. 

Plaintiff's purpose in furnishing the (e. g) New York paper 
with news was to have a use made of it not inconsistent with its own 
reasonable reward for its labor from its property and that of all the 
other members of plaintiff. That measure of use and reward is 
lawful; defendant deprives plaintiff thereof, and can show no 
equities ; therefore defendant should be enjoined. 

(f) Unfair competition, like all oft-uttered legal phrases, has 
acquired rather a narrow use. In McLean v. Fleming, 96 U. S. 
251, 24 L. Ed. 828, a decision which is near the foundation of 
American case law on this subject, it was said that what equity en- 
joins the wrongdoer from depriving another of is “the advantage of 
celebrity.” This thought has led to the feeling that what a plain- 
tiff must be robbed of is the good will and business ease resulting 
from his well-known name, or the attractive dressing, wrapping, or 
form of his product; that such robbery must be by imitation; and 
that the test of such imitation is the effect upon the public, or that 
part thereof likely to require wares such as those in controversy. 

But this is not all the law, nor the only sort of unfairness in 
business methods, practiced by a competitor, and resulting in a 
continuing tort, for which the law affords no adequate remedy— 
that comes under the condemnation of equity. If defendant ap- 
propriated from an early edition of a New York paper what it 
wanted, and sold it, as extracted from said newspaper or as obtained 
per Associated Press, such action would still be obnoxious to what 
we have said concerning plaintiff's property rights in the news pro- 
cured by itself; but, since no deception would be wrought upon the 
public, no action for unfair competition would lie along the lines 
just indicated. When and if such appropriated news is sold as the 
fruit of defendant’s own efforts, and under its own name, it is a 
plain case of deception, assuming defendant’s customers to be honor- 


able men, anxious for good wares; an assumption necessarily made, 
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in the absence of evidence to the contrary. Yet an action of such 
nature would lack the element of imitation, usually relied upon. 

Equity, however, is not stayed because a name does not fit, or 
one is not at hand to accurately describe a wrong of a kind neces- 
sarily infrequent. If defendant takes what some one else owns, 
and sells it as of right, in rivalry with the owner, such competition 
is more than unfair; it is patently unlawful and the wider term com- 
prises the narrower. But, laying aside the right of property as the 
ultimate foundation of suit, the business method of selling, in com- 
petition with plaintiff and its members, something falsely repre- 
sented as gathered by defendant otherwise than from bulletins and 
early editions, is unfair, because it is parasitic and untrue. It is 
immoral, and that is usually unfair to some one. 

The flexibility of equity in granting relief against unfair 
methods of business was well stated by Ingraham, J., in Burrow v. 
Marceau, 124 App. Div. 665, 109 N. Y. Supp. 105: 

“No hard and fast rule can be laid down, * * * where it is clearly 


established that an attempt is being made by one person to get the busi- 


ness of another by * * * fraud and deceit a court of equity will” 
intervene. 


And in Weinstock v. Marks, 109 Cal. 529, 42 Pac. 142, 30 
L. R. A. 182, 50 Am. St. Rep. 57, it was said: 


“Equity does not concern itself about the means by which wrong is 
done; it deals with the result of the fraud, which moves the arm of the 
law and strikes down all efforts, where fraud is practiced in securing the 
trade of a rival dealer.” 

To commercially distribute news not gathered by the sender is 
under the facts shown here an invasion of property rights; to send 
it out as one’s own labor is marked by that dolus which is fraud, 
and that is the basis of the doctrine of unfair competition in its wide 
sense. 

Since (to summarize the matter) any bodily taking for sale of 
plaintiff's news, without other labor than the perception thereof, 
before the reasonable reward of industry is secured as above in- 
dicated, is an unlawful invasion of property rights, and any sale 
thereof in competition with plaintiff under pretense of individual 
gathering thereof is a tort of the nature of unfair competition, the 
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plaintiff's motion for injunction should have been granted substan- 
tially as made. 

The order appealed from is modified, as indicated, and the 
cause remanded, with directions to issue injunction against any 
bodily taking of the words or substance of plaintiff’s news, until its 
commercial value as news has, in the opinion of the District Court, 
passed away. The exact form of words to be used, and the insertion 
or omission of a definite time limit on copying and sale, will be 
settled in the court below in any manner not inconsistent with this 
opinion. One bill of costs in this court to plaintiff. 

Warp, Circuit Judge (dissenting in part). A distributor of 
news—that is, of his information about things that have happened— 
neither invents, nor composes, nor manufactures anything; nor does 
he supply something which the public buys because it believes it 
originates with him and wants his article; nor does he own the news, 
but only his knowledge of the news. Therefore, analogies from 
property created or protected by“the patent, copyright or trade- 
mark statutes, or by the principles regulating unfair competition, 
are wholly inapplicable. The distributor’s knowledge of news 
which he has gathered is his property, so long as he keeps it to him- 
self or communicates it only to others on condition that they will do 
so. He will be protected against any one who surreptitiously ob- 
tains this information from one of his members, subscribers or em- 
ployes, or by any form of pilfering or unfair means. Such were 
the cases of Kiernan v. Manhattan Co., 50 How. Prac. (N. Y.) 194; 
Exchange Co, v. Gregory, 1 Q. B. D. (1896) 147; Exchange Co. v. 
Central Co., 2 Chancery (1897) 48; Peabody v. Norfolk, 98 Mass. 
452, 96 Am. Dec. 664; Dodge Co. v. Construction Co., 183 Mass. 
62, 66 N. E. 204, 60 L. R. A. 810, 97 Am. St. Rep. 412; Board of 
Trade v. Hadden Co., (C. C.) 109 Fed. 705; National News Co. v. 
W.U. T. Co., 119 Fed. 294, 56 C. C. A. 198, 60 L. R. A. 805; II- 
linois Commission v. Cleveland Tel. Co., 119 Fed. 801, 56 C. C. A. 
205; Board of Trade v. Christie, 198 U. S. 236, 25 Sup. Ct. 637, 
49 L. Ed. 1031; Board of Trade v. Cella, 145 Fed. 28, 76 C. C. A. 
28; Board of Trade v. Tucker, 221 Fed. 805, 187 C. C. A. 255; 
Hunt v. Cotton Exchange, 205 U. S. 888, 27 Sup. Ct. 529, 51 L. Ed. 
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821. In every one of these cases the court found that the defendant 
got the news or the quotations surreptitiously, and enjoined him 
for that reason. They abundantly support an injunction on the 
first grounds mentioned in the opinion of the court. 

But if the distributor publishes, to use a word in this con- 
nection which I think has been unreasonably criticized, or abandons 
or dedicates or communicates his information to the world, his right 
of property in his information and his right to be protected against 
the use of it is gone. The Supreme Court in the Christie Case, 
supra, 198 U. S. 250, 25 Sup. Ct. 637, 49 L. Ed. 1031, likened 
property in news to property in trade secrets. The two are strik- 
ingly similar. The owner of a trade secret will be given protection 
against any breach of confidence in respect to it by his employes 
and against any dishonest discovery of it by third parties. If, 
however, he communicates the secret to another without condition, 
or if any one by his own efforts, for instance, by analysis of a secret 
compound, learns how it is made, such person may use it without 
any accountability to the original discoverer. That the discoverer 
spent much time and money in discovering the secret would not be 
regarded as a reason why such persons, learning it honestly, should 
not make use of it. 

In this case the complainant furnishes news to its members 
for the express purpose of their putting it on their bulletin boards 
and issuing it to the public in their newspapers. This is what they 
live on. After this it seems to me pure fiction to say that any 
property in the distributor survives. Everything in the nature 
of a confidence about the communication has ceased. That the ro- 
tation of the earth is slower than the electric current is a physical 
fact the complainant must reckon with in doing its business. That 
news dedicated to the public with the complainant’s consent by the 
morning newspapers in New York can be telegraphed in time to 
appear in the morning newspapers of San Francisco cannot qualify 
the legal effect of the dedication. 

There being not the least evidence of anything fraudulent or 
underhanded in this method of obtaining news, I think the injunc- 
tion should be denied. —— 
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SHRANGER & JoHNSON v. PHILLIP Bernarp Co. 
(240 Fed. Rep. 131) 
United States District Court 
Northern District of Iowa 


March 8, 1917 


UnrFair CoMPETITION—J URISDICTION. 

In a suit between citizens of the same state for infringement of a 
patent, the court cannot take jurisdiction of a cause of activin for unfair 
competition between the same parties, separate and distinc from the 
patent infringement. 


In equity. On motion for preliminary injunction. Denied. 

Orwig & Bair, of Des Moines, Iowa, for plaintiff. 

T. F. Griffin, of Sioux City, Iowa, and E. G. Siggers of Wash- 

ington, D. C., for defendant. 

Wane, District Judge: The application for temporary injunc- 
tion in this case was heard upon request of Judge Reed. Proof was 
offered which satisfies mre that in some respects the defendant was 
guilty of unfair competition. 

There was no proof offered as to the validity of the patent, 
though numerous affidavits in opposition thereto were presented. 
At the close of the hearing, I submitted to counsel the question as to 
whether temporary injunction restraining unfair competition should 
be granted without any proof as to the patent, the controversy as to 
which alone gives the court jurisdiction. 

Briefs have been furnished, and I have made a careful in- 
vestigation of the authorities, which I find to be apparently very 
much in conflict, though, upon a careful study, I think it will be 
found that the conflict is more apparent then real. 

“It must be observed in the outset, and never forgotten, that the juris- 
diction of the courts of the United States, depending on the subject-matter 
or character of the case, whether exercised directly as original jurisdic- 
tion, or indirectly in the form of appellate jurisdiction over final judg- 
ments of the state courts, extends to, and is limited by, the class of cases 
specified in the Constitution, in which the jurisdiction depends upon the 
character of the case.” Nashville Ry. v. Taylor (C. C.) 86 Fed. 168. 

“As regards all courts of the United States inferior to this tribunal, 
two things are necessary to create jurisdiction, whether original or appel- 
late. The Constitution must have given to the court the capacity to take 


it, and an act of Congress must have supplied it. Their concurrence is 
necessary to vest it.” Mayor v. Cooper, 6 Wall. 252, 18 L. Ed. 851. 
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Upon the averments of the bill charging infringement of a 
patent, there is no question but that the court has jurisdiction of the 
case; at least in so far as the case seeks relief, based upon the 
patent, and of other things incidental thereto. 

Counsel for plaintiff insist that the court, having jurisdiction 
as to the controversy over the patent, it also has jurisdiction upon 
the matter of unfair trade, even though such matter has no connec- 
tion whatsoever with the patent, and they rely for this claim upon 
the rule of equity that: 


“Having taken cognizance of the case upon any ground upon which 
jurisdiction is given, the court will proceed to dispose of the whole con- 
troversy between the parties.” 


Broadly stated, 1 do not agree with this proposition. I do 
agree with the proposition, if the word “controversy” is limited to 
include only the questions arising directly or indirectly out of the 
subject-matter which gives the court jurisdiction. I cannot agree 
that a suit may be brought upon a patent in the United States 
Court in a controversy as to which the court would have jurisdic- 
tion, and that plaintiff can join therewith a suit for specific per- 
formance of a contract to convey real estate in no manner connected 
with the patent controversy, or an action to enjoin the defendant 
from trespassing upon the plaintiff's homestead. I believe that the 
court would be compelled to strike out these two causes of action 
upon motion, or upon its own motion; but if this were not done, and 
the parties proceeded to trial, and the court held that the defendant 
was entitled to recover in the controversy over the patent, I do not 
believe that the court would have jurisdiction to retain the other 
two causes of action and decide them, the parties being residents of 


the same state, and the cases involving no questions arising under 
the laws of the United States. 

So far as the question is before this court, the cause of action 
or unfair competition is entirely independent of the cause of action 
based upon the patent, and of such proceeding by itself it has been 
repeatedly held that, where the parties are residents of the same 
state, as in this case, the United States Court has no jurisdiction. 








52 EIGHT TRADE-MARK REPORTER 


In many cases the element of unfair competition has been in- 
cluded with the charge of infringement of a patent, or a trade-mark, 
and, where the court held that there was infringement, the court 
properly retained jurisdiction upon the question of unfair com- 
petition, because it was an element that entered into the damages 
caused by the wrong. 

In certain cases where there was combined the charge of in- 
fringement, and also unfair competition, courts have held that, even 
though the claim of infringement was decided in favor of the de- 
fendant, the court still could retain jurisdiction upon the question 
of unfair competition; but the large majority of the cases are the 
other way. 

I think the rule is properly stated in Ross v. Geer (C. C.) 188 
Fed. 731, where it is said: 

“If having jurisdiction for one purpose, the court may retain and 
exercise jurisdiction for every purpose, still that purpose, or those pur- 


poses, must be to enjoin or restrain some act or acts done in connection 
with the acts creating the cause of action which gave the court juris- 


diction.” 

This principle is applied by Judge McPherson in People’s Sav. 
Bank v. Layman (C. C.) 134 Fed. 635. 

In Louisville Trust Co. v. Stone, 107 Fed. 305, 46 C. C. A. 299, 
it said: 


“When the jurisdiction has properly attached, it extends to the whole 
case, and to all the issues involved, whether of a federal or non-federal 
character, and the court has power to decide upon all questions involved.” 

This broad statement is somewhat doubtful in view of the at- 
titude of the Supreme Court of the United States in Warner v. 
Searle, 191 U. S. 195, 24 Sup. Ct. 79, 48 L. Ed. 145, in which it is 
said: 


“The courts of the United States cannot take cognizance of an action 
on the case or a suit in equity between citizens of the same state, ‘unless 
the trade-mark in controversy is used on goods intended to be transported 


to a foreign country, or in lawful commercial intercourse with an Indian 
tribe.’ ” 


In A. Leschen Co. v. Bascom Co., 201 U. S. 166, 26 Sup. Ct. 
425, 50 L. Ed. 710, in which a trade-mark was involved, but where 
the decision on this point was against the plaintiff, it is said: 
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“Nor can we assume jurisdiction of this case as one wherein the de- 
fendant has made use of plaintiff's device for the purpose of defraud- 
ing the plaintiff and palming off its goods upon the public as of the 
plaintiff's manufacture. Our jurisdiction depends solely upon the ques- 
tion of whether plaintiff has a registered trade-mark, valid under the act 
of Congress, and, for the reasons above given, we think it has not.” 


In Standard Paint Co. v. Trinidad Asphalt Co., 220 U.S. 446, 
31 Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 10] the court says: 

“The case at bar is within the letter of the statute. The opposite 
parties to the suit are citizens of different states, and while this diversity 
of citizenship was not necessary to give the Circuit Court jurisdiction of 


the case in so far as it involved the validity of the trade-mark, it was 
necessary to give the court jurisdiction of the issue of unfair competition.” 


Numerous decisions of the District Courts and the Circuit 
Courts of Appeal squarely hold that the issue upon a trade-mark and 
unfair competition cannot be joined. 

Judge Chatfield, in Johnston v. Brass Goods Co. (D. C.) 201 
Fed. 368, [8 T. M. Rep. 66], says: 

“As well could infringement and an action for specific performance 


of a contract to sell real estate between the parties to the suit be united, 
on the ground that the court had jurisdiction of the parties.” 


Other authorities to the same effect are C. L. King & Co. v. In- 
lander, C. C. 188 Fed. 416; National Casket Co. v. New York & 
Brooklyn Casket Co. (C. C.) 185 Fed. 533; Mecky v. Grabowski 
(C. C.) 177 Fed. 591; U. 8. Co. v. Kroncke Co. (7th Cir.) 234 Fed. 
868 [7 T. M. Rep. 221] and numerous cases cited in the foregoing. 

There are cases holding the other way, but careful examina- 
tion of them destroys their value as supporting the claim of the 
plaintiff. For instance, in Jacoway v. Young, 228 Fed. 630, 143 
C. C. A. 152 [6 T. M. Rep. 191] (8th Cir.), the trade-mark was 
found to be valid, and the court says: 

“The trade-mark found to be valid, the District Court had jurisdic- 
tion of the parties and of the subject-matter for the purpose of enjoining, 


nol only the infringement of that trade-mark but also all wrongful acts 


done in connection with the infringement which augment and aggravate 
the wrong.” 


In Ludwigs v. Payson Co., 206 Fed. 60, 124 C. C. A. 194 [7 
T. M. Rep. 47] the court says: 
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“Whether or not such damages are cognizable if two separate and 
distinct matters or transactions are offered for investigation, or if, one 
matter alone being in evidence, the patent fails, we need not consider; for 
here the patent is found to be valid and infringed.” 









The true rule, as I gather it from all the adjudications, is in- 
dicated from the language of Judge Archbald in Woods. v. Valley 
Iron Works (C. C.) 166 Fed. 770, in which he says: 































“But it is an established rule in equity that, having taken cognizance 
of a case upon any ground of which jurisdiction is given, the court will 
proceed to dispose of the whole controversy between the parties, even 
though there may be certain phases of it as to which, by themselves, it 
would not; and that rule is applicable here. The unfair competition of 
which complaint is made is not a distinct and independent act, leading to 
an inquiry into different and unrelated transactions, constituting a separate 
cause of action. It is rather an aggravation of the infringement, by which 
the defendants, according to the bill, have not only copied the principle 
of the patented device, but the very form of it, taking advantage of the 
trade which has been worked up for it, and palming off their own upon 
the public as that of the complainants. It is thus merely an added 
feature, going along with the rest to show the extent and aggravated 
character of the infringement which the bill seeks to enjoin.” 


But in this case, as presented to this court, the unfair com- 
petition is “a distinct and independent act.” It has no relation 
whatsoever to the patent. The patent is not relied upon. Infringe- 
ment is not relied upon. It is to all intents and purposes a cause of 
action separate and distinct from the cause of action upon the 
patent. I am not referring to the form of the bill; I am referring 
to the controversy submitted to me. There is a motion presented to 
dismiss this part of the bill, which I do not consider, because it is 
not before me. I can see where, upon the case involving the patent, 
at least some of the questions presented alleging unfair competition 
might be so related to the infringement, if infringement be found, 
as to be held to be an aggravation of the infringement, or the 
damages incident thereto; but upon this hearing the plaintiff does 
not rest its cause of action upon the patent, or anything flowing 
therefrom; but it is presented to me as an independent cause of 
action, and jurisdiction is claimed because there is also before the 
court a cause of action upon the patent. 

As at present advised, if a bill presented two separate counts, 
stating two separate and independent causes of action, one for a 
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patent infringement, and the other for unfair competition, entirely 
independent of the infringement, I should hold that the cause of 
action for unfair competition should be stricken out. The court has 
no such jurisdiction conferred by statute, and the rule contended 
for relates rather to the practice of a court of equity, than it does 
to the jurisdiction of the court. 

With the foregoing views, the application for a temporary in- 
junction must be denied, and the clerk will enter the following 
order: 

And now, to wit on this 8th day of March, 1917, the applica- 
tion for a temporary injunction in the above-entitled case having 
heretofore been presented, and the court, being now fully advised, 
finds that said application should be, and the same is, hereby over- 
ruled. 


Notre. On the question of Federal jurisdiction in cases of unfair 

competition, joined with patent infringement see 7 T. M. Rep. 46, note; 

7 T. M. Rep. 181, note; Unit Construction Co. v. Huskey Mfg. Co., T 

, T. M. Rep. 428; see also, Stark Bros. Nurseries § Orchard Co. v. Stark, 
post, p. 58. 













Wma. Wriatey, Jr., Co. v. CoLKER 
(245 Fed. Rep. 907) 
United States District Court 


Eastern District of Kentucky, April 13, 1914 






Unram Competition—lImiraTion oF PacKaces. 
Defendant’s package of “Spearmint Gum” held to unfairly com- 
pete with plaintiff’s, when enclosed in a similar pink wrapper, lettered ( 
in red and green like plaintiff's and resembling the latter in general 
appearance. 
2. Uwram Competirion—Descriptive Tero. 
Defendant may rightly use the word “Spearmint” on its gum, ‘ 
provided he does not so dress his goods as to cause them to be mis- 
taken for those of the plaintiff. 










In equity. On final hearing. Decree for complainant. 
Gordon, Morrill & Ginter of Cincinnati, Ohio, for complainant. 
Howard M. Benton of Newport, Ky., for defendant. 
Cocuran, District Judge. The question in this case is 

whether defendant has put on the market his goods for the com- 
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plainant’s. A man has a right to sell his own product to anybody 
that wants to buy it; but he has no right to put forth his goods as 
another's goods, so as to get the advantage of a man’s trade. This 
(Figure 1) is the package of the complainant, the Wm. Wrigley, 
Jr., Company. On the hearing of the motion for temporary in- 
junction, I held that this package (Figure 2) was an infringement 
of that represented in Figure 1, because the ordinary purchaser was 
likely to be deceived, when calling for Wrigley’s goods, or “Spear- 
mint” goods, into thinking, when he got the package represented in 
Figure 2, that he was getting a package of Wrigley’s goods. And 
why is he deceived? Why is that calculated to deceive him? It is 
because the general appearance is the same. A man in the habit 
of buying Wrigley’s goods, and paying a nickel a package for it, 
will go into some place where he is not in the habit of getting it and 
call for Wrigley’s, and if the package represented in Figure 2 is 
handed him, he will think that is it, unless he actually reads the 
words on it; and he will not always, or is not likely, to read it 
closely, and he will not detect the difference until he has actually 
used it, and noticed that there is a difference in the taste of the two 
—if there is. 

Since the temporary injunction was granted, the defendant 
has put another article on the market. What is the difference be- 
tween the article as represented in Figure 2 and the new article in 
general appearance? The ordinary purchaser would not see any 
difference at all. The only difference is that here on the first prod- 
act he has “Aids Digestion” on the left, whereas on the new product 
he has “Sweetens the Breath.” While on the right of the original 
package he has “Flavor Everlasting,’’ on the right of the new prod- 
act he has “Assists Digestion.”” Unless a person would recall these 
things, he would not know they were not the same. And then there 
are other markings here; but the dress is substantially the same. 
The ordinary purchaser would not know the difference between 
them; he would not know the difference between that and this (in- 
dicating the two products), unless he read closely. 

The defendant has the right to use spearmint to flavor his gum, 
and to sell it. But why not wrap it up in a blue package? I have 
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an idea that, if he would put it up in a blue package, the com- 
plainant would not complain. Why does he select pink, when he 
has got all the other colors of the rainbow to make a selection 
from—blue and violet and yellow, and green. But he takes the com- 
plainant’s color. And so as to these other markings. Wrigley has 
his lettered in red, and so is Colker’s lettered in red. Other mark- 
ings are in green on Wrigley’s product, and so is Colker’s in green; 
and it is that way all around. It is the same colors exactly. There 
is no other conclusion that one can come to than that he adopted that 
dress in order to get Wrigley’s business. And, as Colker says, he 
gets it without advertising. He does not have to advertise; the ad- 
vertising is already done. And so Wrigley, by spending a million 
dollars a year in advertising his product, has to sell it at 48 cents a 
box; while Colker, who does not have to do any advertising, because 
it is already done, is able to sell his product at 20 cents a box, and 
perhaps that entire difference may be the difference in advertising 
for all we know. 

I have considered the matter carefully on the application for 
preliminary injunction, and I am clear that this later marking is 
calculated to fool the purchaser, in order to get Wrigley’s business. 
There is no other motive under the sun for dressing the thing up 
like that, other than to get their business. I do not know about the 
wording of your temporary injunction. It is possible that putting 
that on the market is a violation of that. The complainant is en- 
titled to his decree. 

Now, do not dress your goods up so that they resemble his. 
You can use the word “Spearmint” on your goods; you can plaster 
them all over with the word “Spearmint,” if you want to; but that 
dress has a general resemblance to Wrigley’s in looking at it a way 
off. Do not have them the same, and then there will be no bother. 
I am perfectly clear this is an infringement of the complainant’s 
rights. They are spending money hand over fist to sell their goods 
by advertising their goods, and nobody else is entitled to the bene- 
fit of that advertising in putting his goods on the market. 
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StarK Bros. Nurserres & OrcHarp Co. v. STARK 
United States District Court 
Western District of Missouri, January 30, 1918 


Proper NaME—TEN-YEAR REGISTRATION. 

A proper name, registered under the Ten-Year Clause of the 
Trade-Mark Act, is entitled to protection, like any other trade-mark, 
against colorable imitation. 

Trape-Mark—PurposE—MEANs OF IDENTIFICATION. 

A mark is no less a trade-mark, because the purchase of goods 
is not made with its aid, and it is unseen by the buyer, till the goods 
are delivered. It may, nevertheless, serve to identify the goods to the 
buyer after delivery. 

Unrair Competition—Former Orricer oF Corporation. 

A former officer of a corporation, who engages in an independent 
business, may not advertise, as his individual acts, things done as an 
officer of the corporation and for its benefit, when by so doing he con- 
fuses his present business and the business of the corporation, with 
which he was lately connected. 

Unrar CompetTition—Warnincs AGarnst IMITATORS. 

A former officer of a corporation who, having gone into business 
for himself, advertises himself as having no connection with any other 
business and warns the public against imitators, thereby misleads the 
public and is guilty of unfair competition. 

Unram ComPeTITION—JURISDICTION. 

In a suit between citizens of the same state for infringement of a 
registered trade-mark, when the mark is found to be valid and in- 
fringed, the court has jurisdiction to enjoin acts of unfair com- 
petition, done in connection with the infringement, and which aug- 
ment and aggravate the wrong. 


In equity. On final hearing. Decree for plaintiff. 


Andrew B. Remick of St. Louis, Mo., and John W. Matson of 
Louisiana, Mo., for plaintiff. 

Wilfley, McIntyre & Nardin of St. Louis, Mo., and Pearson 
& Pearson of Louisiana, Mo., for defendants. 

Van VALKENBURGH, District Judge.: The complainant is a 
nursery corporation of long standing, located at Louisiana, Missouri. 
It and its predecessors have been engaged in this business for ap- 
proximately a century. It and its products have been widely 
known for many years and enjoy a national reputation. About 
thirty-five years ago it adopted the words “Stark Trees” as its 
trade-mark, and all its shipments have long been marked by a 
label in which the word “Stark” is superimposed upon the word 
“Trees” in striking and characteristic arrangement. June 24, 1913, 











STARK BROS, NURSERIES & ORCHARD CO. V. 8TARK 59 


this mark was duly registered under the ten-year clause of the Act 
of 105. 

Defendant William P. Stark is one of the Stark brothers, and 
was for many years and still is a stockholder in the plaintiff cor- 
poration; and the defendant William H. Stark, son of William P. 
Stark, was formerly in the employ of the plaintiff, severing his 
connection therewith in April, 1912. Shortly thereafter, de- 
fendants formed the William Stark Nurseries, operated at first at 
Louisiana, Missouri, and later under the present name, and at 
present, at Neosho, Missouri. Defendants adopted a label, ex- 
ploited in their catalogues and also attached to nursery and orchard 
stock shipped to purchasers, containing the following words: 

“Nursery to Orchard 
WILLIAM P. STARK NURSERIES 
Fruit Trees 
Stark City, Missouri” 

On this label the word “Stark” appears prominently in white 
letters upon the dark back ground of a fruit tree; the balance of 
the label being printed in black letters. In this manner the word 
“Stark” is given special emphasis, and from its position the term 
“Stark Trees” is vividly suggested. Complainant brings its bill to 
enjoin this alleged infringement of its trade-mark and prays an in- 
junction, damages and accounting for profits therefor, and also for 
unfairness in trade incidental thereto. Inasmuch as both plaintiff 
and defendants are citizens and residents of this state the charge of 
unfair trade can be sustained, if at all, only through the jurisdic- 
tion acquired by reason of the technical trade-mark involved. 

That the plaintiff's trade-mark is a valid and subsisting one 
under the act of 1905 admits of no debate. Complainant had the 
right to register it, and, having registered it, is entitled to its 
protection as a valid trade-mark under the statute. (Thaddeus 
Davids Co. v. Davids Mfg. Co., 233 U. S. 461, [4 T. M. Rep. 175]; 
Rossman v. Garnier, (C. C. A.) 211 Fed. 403, [4 T. M. Rep. 183]; 
Manitou Springs Mineral Water Co. v. Schueler, et al., (C. C. A.) 
239 Fed. 593, 602, [7 T. M. Rep. 405]). 
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Nor is that protection limited to its use when standing alone 
and the precise manner in which complainant has used it on its 
label. As said by Mr. Justice Hughes in Davids v. Davids, supra: 


“The statutory right cannot be so narrowly limited. Not only exact 
reproduction, but a ‘colorable imitation’ is within the statute; otherwise, 
the trade-mark would be of little avail as by shrewd simulation it could 
be appropriated with impunity.” 


It is equally apparent that the defendants’ device falls within 
this prohibited category and constitutes a palpable infringement. 
The substitution of the drawing of a tree for the written word is so 
obvious in the connection in which the marks are used as to afford 
little room for hesitation; nor does writing “William P.” before the 
surname “Stark” legitimize the unwarranted appropriation any 
more than the initials “C. I.’’ before the word “Davids” were effect- 
ual in the case before the Supreme Court. There the name “Davids,” 
as a label for ink, was the important word which had acquired a 
secondary meaning subsequently ripened into the technical trade- 
mark. Here the name “Stark” in connection with fruit trees is the 
term which stamps the origin and ownership of the product. The 
case at bar differs radically from that of Pittsburgh Crushed-Steel 
Co. v. Diamond Steel Co., (C. C.) 85 Fed. 637, and same case un- 
der title Kahn v. Diamond Steel Co., (C. C. A.) 89 Fed. 706, both 
as to the similarity’ of the respective marks, the circumstances of 
their respective use and the element of confusion which, by this rec- 
ord, is shown to have been created. 

It is urged by defendants that the purchasers from complain- 
ant and defendants alike do not buy upon the faith of this trade- 
mark, and do not see it, if at all, until the trees have been shipped 
and reach their destination; that then the mark is attached to the 
box or package containing the trees and not to the trees themselves. 
This defense is unsound. Given a valid trade-mark, its use by an- 
other than the owner cannot be excused upon the ground that the 
purchaser in any case did not happen to see it and rely upon it 
prior to the initial act of purchase. He has the right to verify the 
desired origin of his goods by examination upon receipt. Com- 
plainant affixes its mark to its goods, or to the packages containing 
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the same, as it said it would do in its statement to the patent office 
upon which that mark was registered, and it is a like use by any 
other than the owner that the law of trade-marks prohibits, ir- 
respective of who may or may not make ocular examination thereof. 
In Moet v. Pickering, 6th Ch. Div. 770, Justice Sir Edward Fry 
sustained a charge of infringement and granted an accounting 
where the mark was branded on the cork of a champagne bottle, 
and could not be seen until the cork was drawn. There the same 
contention was made and at first challenged the attention of the 
Justice, who said: 

“How can a brand which is not visible till the cork is drawn be the 
subject of protection as a trade-mark? The spurious brand cannot be the 


means of inducing anyone to purchase the defendant’s wine, as the pur- 
chaser would not see it until after he had made the purchase.” 


Nevertheless, upon mature consideration he had no difficulty 
in sustaining the mark and granting the relief prayed. Since this 
controversy arose, defendants have discontinued the exploitation of 
the mark in their catalogues and claim to have abandoned the use 
of the label in shipments. There is some evidence, however, that 
the shipping label has been employed since the period of such 
claimed abandonment. 

There can be no doubt that the defendants for some time prior 
to the dates on which they severed their active connection with the 
complainant company were exploiting their individual names and 
personalities through the literature of the complainant corporation 
and otherwise, and were engaging in other activities with a view to 
setting up a competitive business and of appropriating a portion of 
the prestige which had been acquired and which was being enjoyed 
by complainant. Since the establishment of defendants’ business its 
literature has pointedly aimed at such appropriation of the high 
reputation of the Stark name in connection with nursery products 
in Missouri; a reputation acquired by and identified with the com- 
plainant in this case. This statement, as well as the ruling of the 
court upon the issue of technical trade-mark, is supported and con- 
firmed by the language of defendants themselves taken from their 
catalogues and advertising matter: 
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“The name of ‘Stark’ has for nearly a century been associated with 
the nursery business of America, and for the last quarter of a century 
William P. Stark has made the name a sort of a trade-mark for big 
things in the nursery world. Now, with William P. Stark’s great name 
and life-long experience to direct affairs, and William H. to assist, the 
William P. Stark Nurseries are in a better position than ever to continue 
and broaden the Stark Nursery business in Missouri at their Stark City 
plant.” 


This statement was published while the nurseries of the de- 
fendants were newly established and comparatively in their infancy. 
Again, 


“Four generations of William Stark nurserymen. The commission 
men of South Water Street looked sideways when William P. Stark com- 
menced over ten years ago to tell us of Delicious, Stayman Winesap, 
Black Ben, Liveland Raspberry and others. 

“William P. Stark certainly knows what varieties for the commercial 
grower to plant and what not to plant. Of course, the Starks have been 
doing just this sort of things for ninety years or more, so it is no new 
thing to have the trade come around and back up Stark’s judgment, as 
they have in the case of Delicious, Stayman and others. 

“William P. Stark is a real nurseryman and fruit grower. He doesn’t 
pretend to be anything else. Of the four generations of William Starks, 
three are living today, and there was still another generation of Starks 
before the first William Stark engaged in horticultural work.” 


For a number of years prior to the inception of defendants’ en- 
terprise the Delicious apple had become widely known as a fruit 
of very superior excellence. It had practically been discovered and 
the control of its propagation had been secured by the complainant 
company, by which it had been placed before the public and under 
whose auspices its high reputation was builded and established. So 
close is the relationship between this fruit and its producer that this 
apple is rarely, if ever, spoken of other than as “Stark’s De- 
licious.”” Defendants in their literature, after dealing with the 
origin of this fruit in an Iowa tree, in connection with which no 
credit is given to complainant, say: 

“Two or three years after this two barrels were shipped to William P. 
Stark, who was ever on the lookout for something meritorious, and im- 
mediately recognizing their superiority, commenced negotations for their 
propagation. Only for William P. Stark the Delicious apple might never 
have been known. It was William P. Stark who came to the rescue, saved 
the apple and gave it to the pomological world. 

“William P. Stark was the first to recognize the merits of this great 


apple. He named it ‘The Delicious’ and had the foresight and courage to 
propagate it and to urge growers to plant it.” 
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While it may not now be true that any single nurseryman may 
claim the exclusive privilege of propagating and exploiting this 
apple upon the market, nevertheless, read in connection with the 
known history thereof, the language quoted is obviously intended 
and calculated to confuse the public respecting the identity of these 
rival nurseries. 

William P. Stark claims to have been the representative of 
complainant, through whom this fruit was originally acquired. This 
is denied by complainant. He further claims to have named the 
fruit because of its flavor and the impression made upon him when 
he first tasted it. It is undoubtedly true that at that time this de- 
fendant was one of the active members and an officer of the com- 
plainant corporation. His position is that he is a Stark, and that 
he was actively engaged in the operations which built the reputation 
of the Stark name in the nursery business. Conceding all this to 
be true, nevertheless it cannot be denied that whatever he may have 
accomplished in this regard was as a representative of the com- 
plainant corporation, in its name, and for its benefit, as one of 
others of that family and corporation similarly engaged. He can- 
not now draw to himself individual credit therefor to the extent of 
invading the property rights of complainant and of substituting 
himself for complainant to the confusion of the public. He may 
not be denied the legitimate use of his name in business. He should 
observe the tests laid down by Judge Amidon in Stiz, Baer & Ful- 
ler Dry Goods Co., et al. v. American Piano Company, (C. C. A.) 
211 Fed. 271 [4 T. M. Rep. 246]: 


1. “He may not affirmatively do anything to cause the public to be- 
lieve that his article is made by the first manufacturer. 

2. “He must exercise reasonable care to prevent the public from so 
believing. ; 

3. “He must exercise reasonable care to prevent the public from be- 
lieving that he is the successor in business of the first manufacturer.” 


The defendants’ warnings to the public, to wit: 


“We have heard of a man in your community who claims to be our 
agent. He is a fake. 

“Look out for agents claiming to represent us. They are frauds. 
“No connection with any other concern. 
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“The William P. Stark Nurseries is not connected or related in any 
way with any other nursery with similar name.” 
so far from absolving defendants from the charge of unwarranted 
encroachment, in point of fact, under the circumstances revealed 
by this record, really invite the public to regard the defendants as 
the original Starks, and all others of similar name as interlopers in 
the nursery business in Missouri. 

As further evidencing the efforts of defendants to avail them- 
selves of the established reputation of the Stark name in the nursery 
world, it should be noted that, for some years prior to the establish- 
ment of the William P. Stark Nurseries, the complainant company 
had widely featured in its advertisements the addresses “Stark, 
Missouri,” “Starkdale, Missouri,’ and “Stark Station, Missouri.”’ 
The defendants, after leaving Louisiana located their offices at a 
small town named Chester. Thereafter, the name of this town was 
changed to Stark City, and within a short time defendants moved 
their offices to Neosho, Missouri, where they are now located, and 
where their packing house is maintained. Stark City has been 
practically, if not entirely, abandoned, and yet, upon the infring- 
ing label the address “Stark City, Missouri” appears. It is urged 
by counsel for defendants that complainant never maintained an 
office at Stark or Starkdale, Missouri, and that neither these names 
nor that of Stark Station have any concrete connection with com- 
plainant’s business; that, however, is not the point involved in this 
controversy. Those names were used in advertising to distinguish 
and localize complainant’s business. The adoption of so similar a 
name as Stark City by defendants was obviously intended to in- 
troduce another element of confusion in the public mind. Counsel 
say in their brief: 


“This name was changed by the postoffice department upon the 
petition of the citizens of Chester, which was a little town on a new rail- 
road that had been in existence only a short time.” 


It is true that a petition of citizens was lodged with the postoffice 
department, but it was transmitted for that purpose by defendant, 
William H. Stark. The testimony of the defendants with respect 
to this incident was most unsatisfactory, and it was apparent to 
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the court that the change of name was brought about at their in- 
stance and for the purpose charged in the bill. 

The court has no doubt that the defendant William P. Stark 
is a nurseryman of experience and ability. It has no disposition to 
deny to him the proper use of his name in his business, but he should 
use it with such limitations as the circumstances and conditions 
presented by this record demand. The decision of the Supreme 
Court in the Davids case seems peculiarly applicable here. On 
this point the opinion says: 

“It is not necessary that, in exercising the right to use their own 
name in trade, they should imitate the mark which the complainant used, 
and was entitled to use under the statute, as a designation of its wares; or 
that they should use the name in question upon their labels without unmis- 


takably differentiating their goods from those which the complainant manu- 
factured and sold.” 


The complainant’s trade-mark having been found valid, this 
court has jurisdiction of the parties, and of the subject-matter, for 
the purpose of enjoining not only the infringing of that trade-mark, 
but also all wrongful acts in the nature of unfair trade done in con- 
nection with the infringement which augment and aggravate the 
wrong (Jacoway v. Young (C. C. A.) 228 Fed. 680 [6 T. M. Rep. 
191|). The defendants will be enjoined from the use of the in- 
fringing label charged or any colorable imitation of complainant’s 
trade-mark in suit, from using the name “Stark City’ upon its 
labels or tags attached to nursery stock or packages containing the 
same, and from putting the word “Stark” prominently at the top 
of its labels, or elsewhere in connection with the business of pro- 
ducing and selling nursery stock in such manner as will not un- 
mistakably differentiate their goods from those which the com- 
plainant produces and sells. 

Defendants will be required to account to complainant for 
damages sustained and for profits accruing during the period within 
which complainant’s trade-mark is shown to have been infringed. 
A decree may be prepared accordingly. 
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JOHNSTON, ET AL. v. Brass Goons Mra. Co. 
(201 Fed. Rep. 368) 


United States District Court, Eastern District of New York 


December 20, 1912 


Unrain ComMpeTITION—J URISDICTION. 

In a suit for patent infringement between citizens of the same 
state, a cause of action for unfair competition in the sale of the in- 
fringing goods is improperly joined. The. bill is demurrable, because 
the court has no jurisdiction of the latter cause of action. 


In equity. On hearing of demurrer. Sustained, with leave to 
amend. 

The bill of complaint alleged infringement of a patent in the manu- 
facture and sale of filters, and also alleged unfair competition in selling 
the filters in packages alleged to have the same shape, size, color and 
printing as those of the complainants. The bill of complaint prayed for 
an injunction restraining the alleged infringement, and also prayed for an 
injunction or injunctions restraining the sale of filters of any kind in the 
types of packages or boxes complained of. Both parties were citizens of 
the same state, and the demurrer was sustained, on the ground that the 
court had no jurisdiction over the unfair competition, and that its juris- 
diction of the alleged infringement did not bring into the case or give 
the court jurisdiction of the alleged unfair competition. 

Charles McC. Chapman, of New York City, for complainants. 

Henry C. Townsend, of New York City (C. F. J. Tischner, of 


New York City, of counsel), for defendant. 


CuatFIELpD, District Judge: The demurrer must be sustained. 
Burt et al. v. Smith, 71 Fed. 161, 17 C. C. A. 573; Hutchinson, 
Pierce & Co. v. Loewy, 163 Fed. 42, 90 C. C. A. I., and National 
Casket Co. v. New York & Brooklyn Casket Co. (C. C.) 185 Fed. 
533, settle the law in this circuit As well could infringement and 
an action for specific performance of contract to sell real estate 
between the parties to the patent suit be united, on the ground that 
the court had jurisdiction of the parties. See, also, Cushman v. 
Atlantis Fountain Pen Co. et al. (C. C.) 164 Fed. 94; Keasbey & 
Mattison Co. v. Philip Carey Mfg. Co. (C. C.) 113 Fed. 482; C. L. 
King & Co. v. Inlander (C. C.) 138 Fed. 416. 

The case of Ball & Socket Fastener Co. v. Cohn et al. (C. C.) 
90 Fed. 664, which is cited by complainant, following Adee v. Peck 
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Bros. & Co. (C. C.) 39 Fed. 209, cannot be considered as sufficient 
to support the contrary view. The Adee Case, supra, as well as 
Jaros Hygienic Underwear Co. v. Fleece Hygienic Underwear Co. 
(C. C.) 60 Fed. 622, and Dennison Mfg. Co. v. Thomas Mfg. Co. 
(C. C.) 94 Fed. 651, seem in so far as they affect the question, to 
have had other grounds of federal jurisdiction in the cause of action 
joined to the patent right. 

Complainant may have 10 days to amend, so as to stand on 
alleged infringement alone. 





BayLey & Sons, Inc. v. BrRAuNsTEIN Bros. Co. 
(246 Fed. Rep. 314) 


United States District Court 


Southern District of New York, July 3, 1917 


Unram Competition—CoryinG APPEARANCE OF ARTICLE. 
One who copies a device covered by a design patent is liable for 
unfair competition, though he sells the product as his own and under 
another name. 


In equity. On final hearing. Decree for plaintiff. 


Harry Lea Dodson, of Chicago, Ill., and Zell G. Roe, of Des 
Moines, Iowa, for plaintiff. 


C. A. Weed, of New York City, for defendant. 


Manton, District Judge: Plaintiff, suing on design patent 
No. 49,593 and mechanical patent No. 1, 153,454, seeks to recover. an 
injunction and damages for infringement. It also charges unfair 
competition growing out of the infringement of the design patent. 
Both the plaintiff and defendant are engaged in manufacturing 
lighting fixtures. The patent in suit is an electric light fixture 
known to the trade as “Equalite,’ and is described by the witnesses 
as having an art glass reflector, umbrella shaped (also called bell- 
shaped), with a straight lower edge suspended from a rod or a 
chain pendant and with a bowl type reflector suspended underneath 
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the upper piece of glass; the upper part being constructed of panels, 
the bowl being plain. 


* * * * * * * + * * 


The court is of the opinion that the defendant is rightly charge- 
able with unfair competition. The plaintiff by industry and ad- 
vertising has placed the Equalite upon the market successfully, and 
now the defendant has appropriated many of the features, nearly 
all, of the plaintiff’s Equalite fixture. The plaintiff assembled the 
various parts together first and did so and produced them under the 
protection of its patent. The defendant’s appropriation of this 
combination, and placing it upon the market, has been unfair and 
calculated to deceive the ordinary purchaser who would not be apt 
to discover the difference. His advertising it as his own product, 
after carefully copying it and differentiating it only under another 
name, is not sufficient to relieve it of the charge of unfair competi- 
tion. Yale & Towne Co. v. Alder, 157 Fed. 37, 83 C. C. A. 149; 
Consolidated Ice Co. v. Hygeia Distilled Water Co., 151 Fed. 10, 
80 C. C. A. 506; Yale & Towne Co. v. Worcester Mfg. Co. (D. C.) 
205 Fed. 952 [3 T. M. Rep. 447]. 


The plaintiff may have a decree accordingly. 


Gorpon’s Dry Gin Co., Lip. v. Eppy & Fisuer Co. 
United States District Court, District of Rhode Island 
December 29, 1917 


1. Trape-Mark—INFrInceEMENT—Wuart Is. 

The use of a boar’s head by defendant is an infringement upon 
the plaintiff's trade-mark of a boar’s head. Differences of detail are 
immaterial. Each mark would cause the goods to which it is applied 
to be known by the name “boar’s head.” 

2. Trapve-Mark—Orat INFRINGEMENT. 
It seems that a trade-mark may be infringed by the oral applica- 


tion of the mark, or its equivalent, to goods not those of the owner of 
the mark. 


In equity. On final hearing. Decree for plaintiff. 
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Barney, Lee & McCanna, and George W. Tucker, Jr., for 
plaintiff. 


Tillinghast & Lynch, for defendant. 


Facsimiles of the respective trade-marks and packages are 
shown on the opposite page. 

Brown, J.: The bill charges unlawful imitation of plaintiff's 
trade-marks and labels and unfair competition. 

Upon a comparison of the respective labels of plaintiff and 
defendant there appears a general resemblance, which, to a casual 
observer, might lead to a confusion of goods. This general re- 
semblance is not destroyed by the points of difference upon which 
the defendant insists. 

At the hearing the plaintiff introduced in evidence, without 
objection from the defendant, certificate of registration No. 21,734, 
of a trade-mark for spirituous liquors and cordials, consisting of 
the representation of a “boar’s head resting on a roll”; and also 
certificate of registration No. 68,640, of trade-mark for gin, show- 
ing in the drawing a complete label having a similar boar’s head as a 
central feature. 

While the bill is somewhat indefinite in that the “boar’s head” 
as a registered trade-mark is not therein described, but merely ap- 
pears in exhibits attached to the bill, yet as the defendant’s answer 
specifically denies that its labels and trade-marks are in imitation 
of the labels and trade-marks of the plaintiff, and as the case was 
tried upon evidence as to the registered trade-mark of a “boar’s 
head,”’ as well as upon the evidence of a general imitation of labels J 
including with a boar’s head other features, the case made at final 
hearing properly may be considered as presenting questions both 
of infringement of trade-marks and of unfair competition. 

The defendant uses upon its labels the representation of a 
boar’s head. Upon comparison there is considerable difference in 
the drawings, and it is probable that one familiar with the plaintiff's 
drawing would at once perceive the difference. This, however, is 
not a sufficient justification for the use of a boar’s head by the de- 
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fendant. The defendant’s trade-mark answers the general de- 
scription of plaintiff’s in that it is a boar’s head. 

A trade-mark is a sign which may become known to the public 
by name as well as by sight. Thus, “The Bull Dog Bottling” 
with a bull dog’s head, became known as “Dog’s Head” beer; and 
its proprietors were granted an injunction against the use of a 
“rough terrier’s head.” (Read v. Richardson, 45 L. T. [N. S.| 
54.) 

The actual physical resemblance of the two marks is not the 
sole question for the Court, for if the plaintiff's goods have, froin 
his trade-mark, become known in the market by a particular name, 
the adoption by the defendant of a mark or name which will cause 
his goods to bear the same name in the market is as much a viola- 
tion of the plaintiff's rights as an actual copy of his mark. (Seizro 
v. Provezende, L. R. 1, Ch. 192; De Voe Snuff Co. v. Wolff, 206 
Fed. 720.) 

Though the plaintiff offered no evidence to show that its gin 
was called by the name “Boar’s Head’’; and no evidence of actual 
deception of customers; it offered evidence that the gin had been 
sold in large quantities for many years (since 1769), associated 
with the representation of a boar’s head and had been extensively 
advertised at a large expense. 

Where a trade-mark consists of printed words it may be in- 
fringed by the same words in different form, type or writing; and 
it would seem also to follow that the oral use of the same words as 
descriptive of goods other than those of the proprietor of the 
original trade-mark might constitute infringement. The written 
word and the spoken word have the same meaning, and as goods 
are bought and sold by oral as well as by written description, 
pictorial trade-marks which are sufficiently alike to have the same 
name are likely to lead to confusion in oral description of goods. 
Thus, one who tries and likes beer with a Bull Dog trade-mark 
may remember it as Dog’s Head and extol its qualities under that 
name to one who calls for ““Dog’s Head”’ and is satisfied when given 
a bottle with dog’s head though it be a rough terrier’s head. (See 
Read v. Richardson, 45 L. T. [N. S.] 54.) 
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Upon comparison of the labels considered as a whole I am of 
the opinion that the plaintiff has established such imitation as 
might prove deceptive. I am not satisfied, however, that the de- 
fendant is guilty of a fraudulent imitation of palming his goods 
off as the goods of the plaintiff, or that actual deception has re- 
sulted. The correspondence shows that the defendant, after notice, 
was, though denying imitation, willing to concede the plaintiff's 
view and to eliminate the boar’s head. He afterwards concluded 
to stand upon his rights. As was said in Straus v. Notaseme Co., 
240 U. S. 179, 182 [6 T. M. Rep. 103]: 

“When they stood upon their rights of course they made themselves 
responsible for the continued use of a label that might be held likely to 
deceive, and if it should be held manifestly to have that tendency, they 
would be chargeable for what in law was an intentional wrong, or a fraud, 


although the case is actually devoid of any indication of an actual intent 
to deceive, or to steal the reputation of the plaintiff’s goods.” 


While I am not satisfied that the plaintiff has made out a case 
entitling it to an account of profits (see Straus v. Notasme Co., 
supra), that question may be further heard upon the settlement of 
a decree. 

I am of the opinion that the plaintiff is entitled to an injunction 
restraining the defendant’s use of a boar’s head as a trade-mark for 
gin, and also the use of its present labels. 


[Nore. The dictum of the court, that a trade-mark might be in- 
fringed by oral misapplication, might perhaps be more accurately ex- 
pressed in saying that, by the oral misapplication of a trade-mark, the 
goods of one manufacturer may be passed off as those of another. Thus 
a cause of action for unfair competition, or in the language of the Eng- 
lish court ‘passing off’? would be established. As so stated, the proposition 
is a recognized principle of the law of unfair competition. Enterprise Mfg. 
Co. v. Landers, Frary & Clark, 131 Fed. Rep. 40 (41); Weber Medical Tea 
Co. v. Kirchstein, 101 Fed. Rep. 580.] 
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fendant. The defendant’s trade-mark answers the general de- 
scription of plaintiff’s in that it is a boar’s head. 

A trade-mark is a sign which may become known to the public 
by name as well as by sight. Thus, “The Bull Dog Bottling” 
with a bull dog’s head, became known as “Dog’s Head” beer; and 
its proprietors were granted an injunction against the use of a 
“rough terrier’s head.” (Read v. Richardson, 45 L. T. [N. S.| 
54.) 

The actual physical resemblance of the two marks is not the 
sole question for the Court, for if the plaintiff's goods have, from 
his trade-mark, become known in the market by a particular name, 
the adoption by the defendant of a mark or name which will cause 
his goods to bear the same name in the market is as much a viola- 
tion of the plaintiff's rights as an actual copy of his mark. (Seiro 
v. Provezende, L. R. 1, Ch. 192; De Voe Snuff Co. v. Wolff, 206 
Fed. 720.) 

Though the plaintiff offered no evidence to show that its gin 
was called by the name “Boar’s Head”; and no evidence of actual 
deception of customers; it offered evidence that the gin had been 
sold in large quantities for many years (since 1769), associated 
with the representation of a boar’s head and had been extensively 
advertised at a large expense. 

Where a trade-mark consists of printed words it may be in- 
fringed by the same words in different form, type or writing; and 
it would seem also to follow that the oral use of the same words as 
descriptive of goods other than those of the proprietor of the 
original trade-mark might constitute infringement. The written 
word and the spoken word have the same meaning, and as goods 
are bought and sold by oral as well as by written description, 
pictorial trade-marks which are sufficiently alike to have the same 
name are likely to lead to confusion in oral description of goods. 
Thus, one who tries and likes beer with a Bull Dog trade-mark 
may remember it as Dog’s Head and extol its qualities under that 
name to one who calls for “Dog’s Head”’ and is satisfied when given 
a bottle with dog’s head though it be a rough terrier’s head. (See 
Read v. Richardson, 45 L. T. [N. S.] 54.) 
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Upon comparison of the labels considered as a whole I am of 
the opinion that the plaintiff has established such imitation as 
might prove deceptive. I am not satisfied, however, that the de- 
fendant is guilty of a fraudulent imitation of palming his goods 
off as the goods of the plaintiff, or that actual deception has re- 
sulted. The correspondence shows that the defendant, after notice, 
was, though denying imitation, willing to concede the plaintiff's 
view and to eliminate the boar’s head. He afterwards concluded 
to stand upon his rights. As was said in Straus v. Notaseme Co., 
240 U. S. 179, 182 [6 T. M. Rep. 103]: 


“When they stood upon their rights of course they made themselves 
responsible for the continued use of a label that might be held likely to 
deceive, and if it should be held manifestly to have that tendency, they 
would be chargeable for what in law was an intentional wrong, or a fraud, 
although the case is actually devoid of any indication of an actual intent 
to deceive, or to steal the reputation of the plaintiff’s goods.” 


While I am not satisfied that the plaintiff has made out a case 
entitling it to an account of profits (see Straus v. Notasme Co., 
supra), that question may be further heard upon the settlement of 
a decree. 

I am of the opinion that the plaintiff is entitled to an injunction 
restraining the defendant’s use of a boar’s head as a trade-mark for 
gin, and also the use of its present labels. 


[Nore. The dictum of the court, that a trade-mark might be in- 
fringed by oral misapplication, might perhaps be more accurately ex- 
pressed in saying that, by the oral misapplication of a trade-mark, the 
goods of one manufacturer may be passed off as those of another. Thus 
a cause of action for unfair competition, or in the language of the Eng- 
lish court ‘passing off? would be established. As so stated, the proposition 
is a recognized principle of the law of unfair competition. Enterprise Mfg. 
Co. v. Landers, Frary & Clark, 131 Fed. Rep. 40 (41); Weber Medical Tea 
Co. v. Kirchstein, 101 Fed. Rep. 580.] 
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Howarp v. Lovert, ET AL. 
(165 Northwestern Rep. 634) 


Michigan Supreme Court, December 27, 1917 


Unrair ComMPETITION—INJUNCTION—CLEAN Hanns. 


He who comes into equity must come with clean hands. An in- 


junction will not issue to protect a party in the perpetration of a fraud 
en the public. 


Appeal from decree of Circuit Court, Wayne County, in favor 
of complainant. Reversed and bill and cross-bill dismissed. 


Argued before Kuun, C. J., and Stone, Ostranper, Biron, 
Moore, STEERE, Brooke, and Frettows, JJ. 


Angell, Bodman & Turner, of Detroit, for appellant. 
George W. Bates, of Detroit (Leo M. Butzel and Chas. A. 
Wagner, both of Detroit, of counsel), for appellee. 


Fe.ttows, J.: I do not agree with Mr. Justice Stone in his 
his conclusion in this case. Plaintiff’s name by birth was Joseph 
Cohen; when only a youngster, he appropriated to himself the 
name of Joseph B. Howard, one Joseph Howard being somewhat 
prominent in the theatrical world; later plaintiff, by certain pro- 
ceedings taken in the courts at Chicago, caused his name to be 
changed to Joseph Mercedes. Defendant had always been called 
by her family and friends Mercedes, or an abbreviation thereof, 
and was so known and called by plaintiff. I am convinced from 
this record that the performance here involved, and which is only a 
clever trick by its producers, was gotten up by the joint efforts of 
plaintiff, defendant and defendant’s father. I do not place credence 
in all the testimony of either of the parties, and feel that we should 
look beyond the oral proofs to documentary evidence, which may be 
corroborative of the claims asserted. The plaintiff admits that the 
act is not original with him or original with the present generation; 


that he got the idea from a book on magic; that it probably appeared 
in books before he was born. 


Upon his cross-examination a book 
was submitted to him, and on examination of it he admitted that it 
contained the idea of this trick. He was asked to turn to the fly 
leaf, and there appeared “J. M. Crane,’ who he admitted was the 
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father of defendant. Mr. Crane was a newspaper man on a promi- 
nent Chicago paper; had been dead for some time. In view of the 
fact that plaintiff's testimony is not consistent with defendant's, 
or with itself, I am inclined from this circumstance to give credence 
to the idea of joint action by these three people in getting up this 
act. 

I am not strongly impressed by the testimony of the witness 


“e 


who said that she “was a palmist at one time, and sang,’ and who 
testifies that in 1908, in the winter time, plaintiff called at her 
house three or four times to get her to work for him in this mind- 
reading act, and told her that he was going to call the act “Mer- 
cedes.” She admits that she could not play the piano, which was 
an absolute essential to the act, while in an affidavit, sworn to by 
her and filed with the bill of complaint for the purpose of obtaining 
a temporary injunction, she fixes the conversation in the year 1909, 
in the summer time. In this affidavit she gives as the reason she 
did not enter the employ of plaintiff, not the fact that she could 
not play the piano, but that they “were unable to agree upon proper 
terms.” 

The testimony of another witness, much relied upon by plain- 
tiff, that shortly before Labor Day, 1910, he saw a banner at plain- 
tiffs ““Temple of Knowledge” upon which was painted two women, 
one named “Mercedes” and the other “Vera,” is not of probative 
force of plaintiff's claim. It is the claim of defendant that arrange- 
ments had been made some time before that for the production of 
the act, and, while plaintiff insists he did not know the defendant 
by any other name than Miss Crane, and did not know her given 
name, a letter was shown him on cross-examination, which he ad- 
mits having written, addressing her as “Dear Friend Merc.” The 
letter was written in the spring of 1910, several months before the 
banner was painted. Under these circumstances, this painted banner 
is as consistent with defendant’s claim as it is with plaintiff's. 

When these parties produced the act, the advertising used and 
which appears in the records as exhibits, convinces me that the 
name “Mercedes” was not used as the name of the act, but of the 
actress. I quote from one of these exhibits: 
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Mr. Joseph B. Howard 
Offers 
The Bewildering Sensation of the Hour 
“MERCEDES” 
The Psychic Wonder 
SHE WILL 
Call Your Name! 
Read Your Mind! 
Answer Your Questions ! 


The parties continued together until defendant was forced by 
plaintiff's conduct towards her to sever relations with him, when she 
telegraphed her father for money and returned to Chicago. There- 
after, when defendant appeared on the stage, she appeared under 
the name of “Mercedes,” although plaintiff claims his attorney pre- 
vented her from giving this performance. 

I cannot reach the conclusion from plaintiff’s advertising 
matter found in this record that the act was called “Mercedes.” It 
was the actor, not the act. I quote three of these advertising bills 
offered by plaintiff to substantiate his claim. The first one at the 
Lyric Theater: 


Mr. Joseph B. Howard presents 
The Bewildering Sensation of the Hour 
“MERCEDES” 

Startling Sensational Mind Reader 
LA PIANISTE DE MYSTERIE 
Presenting an Act that Amazed and 
Mystified the Entire World. 


The second one, at the Garrick Theater, reads: 


The Season’s Greatest Sensation 
“MERCEDES” 
The Psychic Wonder 
She Will Tell Your Name 
Read Your Mind—Answer Your Questions. 


The third one, at Keith’s Theater, in Boston, is as follows: 


“MERCEDES” 
Accompanied by the Marvelous Mystic, Mlle. Stantone, in Their Un- 
paralleled Occult Revelation 
THE MUSICAL ENIGMA 
Mercedes Transfers in Silence by Telepathic Waves to Mile. Stantone any 
Musical Selection Suggested by the Audience. 
MOST EXTRAORDINARY POWER POSSESSED BY MAN. 


I am convinced that the claim now asserted by plaintiff that 
“Mercedes” was the name of the act performed by him is an after- 
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thought on his part, and that ““Mercedes” was used to designate the 
performer, instead of the act performed. 

But there is another feature of this case which I think should 
work its reversal. It is said that plaintiff has built up a valuable 
business in giving this performance, which should be protected by 
a court of equity. I realize that a certain degree of latitude is 
allowed in praising one’s wares; but there is a limit to all things. 
The methods used by this plaintiff to establish his reputation and 
build up his business were not such, to my mind, as appeal to the 
conscience of a court of equity for relief through that court by the 
strong arm of a writ of injunction. We may lay aside the fact that 
the performance sought to be protected is a trick pure and simple, 
that the so-called “thought transfusion,” “mind reading,” or “psy- 
chic wonder,” is simply the carrying out of a carefully devised code, 
understood alone by the performers; that, while it amuses and in- 
terests, it at the same time deceives the public. All these may be 
laid aside while we examine the methods used by the plaintiff to 
establish his reputation. I quote from one of his press notices, 
published after he had appropriated to himself the name “Mer- 
cedes”’: 

Mercedes’ Life Story. 

The life of Mercedes reads like a page from a book of fiction, teems 
with adventure, and is colored with real romance. Mercedes is, of course, 
a nom de théater. It was chosen by the young man, who is mystifying the 
world with his peculiar demonstrations of telepathy, because it was the 
name of his mother, a Spanish lady. In reality Mercedes’ name is Joseph 
Howard. His father, a Scotchman, wedded to a Spaniard, met reverses 
which necessitated the son seeking employment at a very early age. They 
lived in Chicago, and young Jo, or Mercedes, as you shall call him hereafter, 
found work in a factory. It was hard grinding toil and the boy’s only 
relief—for he had the temperament and soul of an artist—was found at 
night time, when he resorted to his room or to the homes of his friends and 
the companionship of his beloved violin. Near neighbor to him lived Nellie 
Stantone, whose parents were French. She and Mercedes were playmates 
from childhood and when the young man played his violin it was Nellie 
Stantone who thrummed out his accompaniments on the piano. 

One day while at work in the Chicago factory Mercedes’ third finger 
on the left hand was caught in a machine and smashed to a pulp. Blood 
poison set in and the boy’s life was despaired of. For weeks he raved in 
delirium, but when convalescence came he sought the home of his girl 
friend, and as he lay, frail and sad, upon a couch, while she sat at the 


piano, the inspiring notes of his favorite violin solo rang through his 
thoughts. For weeks in his fever-tortured agony, this last piece he had 
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played upon his violin was constantly with him. Hardly realizing what he 
was saying on his first day out, he turned to Miss Stantone, and said: 
“Nellie, I wish you would play that piece for me. It’s haunted me.” 


Years of Very Hard Study. 


The girl whirled around on her piano stool instantly and began to play 
Gounod’s “Ave Maria.” Mercedes was startled, for he had not mentioned 
the name of the selection. They were both children, and, had the boy 
failed to mention the incident to his father, it probably would have been 
forgotten, and what is now regarded as a scientific revelation might have 
been lost to the world. Mercedes’ father was a great reader. He had 
learned a lot about telepathy and so he insisted that there should be a 
trial of the boy’s powers. After much practice Mercedes and Miss Stantone 
brought their experiments to a successful conclusion. Mercedes thought 
of a selection he wished her to play and she played it without having any 
communication by word or sign from her violinist friend. This practice was 
kept up incessantly in spite of opposition from the young woman’s family, 
for they believed that young Mercedes possessed some evil power over 
their daughter and they at length forbade the boy and the girl to meet. 
They did meet clandestinely, however, and tried out their skill in divers 
ways. At length the girl’s family discovered these secret meetings, and, to 
rid of the incubus of the boy’s evil influence, as they termed it, packed up 
their chattels and removed to Battle Creek, Mich. Mercedes’ father, too, 
tired of the young man’s persistence and gave him a sound thrashing one 
day that seems to have been the turning point in Mercedes’ life. He ran 
away from home, went to Battle Creek, and sold newspapers on the streets 
for a living. He suffered a serious illness, was taken home, and, upon 
his recovery, his family being advised to allow him to pursue his bent, he 
was now unmolested in the pursuit of the secret of telepathy. 

There were years of study, and finally, three years ago in Chicago, a 
public performance which made everybody talk of the strange occult in- 
fluence of this boy over the girl at the piano. Since then Paris and Lon- 
don and the entire continent of Europe have been startled by the strange 
performances of this boy and girl, and now America is sitting up and tak- 
ing notice of the strange things they are accomplishing. 


Admittedly there is not one statement in this entire article 
that is true, or that even approximates the truth. To put our ap- 
proval upon such methods, by protecting with a writ of injunction 
a business built upon such a foundation, would, to my mind, disre- 
gard that maxim of equity that is hoary with age—that he who 
comes into a court of equity must come with clean hands. The writ 
of injunction is not a writ of right, but its issuance rests in sound 
judicial discretion; that discretion should not be moved where the 
party applying does not bring his case within equitable principles, 
does not show superior equities that are entitled to protection at the 
hands of a court of equity, does not make such a case as moves the 
conscience of the court to grant the relief. 
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I am persuaded that neither of these parties has shown such a 
clear right to the exclusive use of the name “Mercedes,” in connec- 
tion with this performance, as would justify this court in enjoining 
either, as against the other, from continuing to entertain, amuse and 
deceive the public by it. 

I think both the bill and cross-bill should be dismissed, with 
costs to the defendant. 

Kuhn, C. J., and Brooke, Moore and Steere, J. J., concur with 

Fellows, J. 

Ostrander, J., concurs in the result, dismissing the bill. 

Strong, J. (dissenting). This case is in this court on the ap- 
peal of the defendant Elizabeth M. Crane from a decree entered in 
the court below in favor of the plaintiff. There is some confusion 
in the statement of facts by counsel, due to the statement of those 
facts only which are favorable to their position, and the omission 
of those relied upon by the other party. The learned circuit judge, 
who heard the case and who saw and heard the witnesses testify, 
filed a written opinion, which is sustained by the record. It states 
the claims of the parties and the questions involved so clearly that 
a portion of it is quoted as a statement of the case: 


The plaintiff claims that he is entitled to the exclusive use of the word 
“Mercedes,” in connection with the production of a certain vaudeville 
play, which he claims he has been producing for the last five years and up- 
wards; that he originated the word “Mercedes,” in connection with this act, 
and applied it to the act, and has continued to apply it to the act during 
those years; that the act has been very successful, and is now producing a 
large income for himself and those associated with him; that the act is 
well known, and is produced only at the best vaudeville theaters in this 
country as a headliner, so-called. 

The defendants claim that the word “Mercedes” is Miss Crane’s 
middle name; that her name is Elizabeth Mercedes Crane; that she became 
associated with the defendant Lovett something less than a year ago in the 
production of a play or act similar to the production of the plaintiff’s, but 
which varied somewhat by some additional features which have been added 
to the act; that her part in the production is substantially the same now, 
under the direction of Mr. Lovett, as when she was associated with the 
plaintiff in 1910. She claims that she was the essential feature of the act 
as produced by the plaintiff, when he produced this particular play in 1910. 
She claims that she was instrumental in originating it, that her father had 
more or less to do with the origin of this particular act, and that when she 
and the plaintiff began producing it they were partners, she receiving one- 
half of the net proceeds of their joint venture; that for some time the 
plaintiff and the defendant Crane continued to produce this act, until 
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finally disagreements arose which separated them; she returning to her 
home in Chicago, and obtaining employment elsewhere. 

The plaintiff denies that there was any partnership between the parties, 
in this: That the act was exclusively his idea, that he employed the de- 
fendant Crane to assist him in the production of the act, and that that is 
as far as she had any connection with it. After the separation of the 
parties, the plaintiff employed another lady to take Miss Crane’s part, and 
from that time on the act itself, not the performer, was called “Mer- 
cedes,” and the word “Mercedes” has been applied to the act itself from 
that time on, and until this day. 

It seems, from the testimony of the defendants, that the defendant 
Lovett conceived the idea of putting on a similar act, as I have said, a year 
ago; that he employed Miss Crane to assist him in producing the act, 
which is, in substance, the same act, in its essential features, as the act of 
the plaintiff; that a trial performance, or a series of performances, was 
given in Chicago, later in Davenport, then in Winnipeg, and still later in 
Cincinnati. The advertisements that were used in Cincinnati are before 
the court. At first the act was called “Concentration,” but the advertise- 
ments in Cincinnati show that emphasis is given to the word “Mercedes,” 
in connection with the name “Crane.” Advertisements of the defendants’ 
performance, that were distributed in Detroit recently, also give emphasis to 
the word “Mercedes,” which is the feature word of the advertisement. The 
word “ Crane” is placed in small letters in all of these later advertisements, 
and it is because the plaintiff claims that the defendants are unduly using 
the word “Mercedes,” thereby taking away from him that which he claims 
is his own, that this proceeding is instituted, and the plaintiff claims that 
the defendants should be restrained absolutely from using the name “Mer- 
cedes,” in connection with their production. 

The defendants, on the other hand, claim that, because the name 
“Mercedes” is the middle name of Miss Crane, she has a right to use it in 
connection with the production of the defendants, and because of the 
further right, which was hers, and which she never abandoned, while she 
was associated with the plaintiff, when her middle name was used in con- 
nection with the plaintiff’s production at that time. And the defendants 
pray that the plaintiff be restrained from the use of the name “Mercedes,” 
and that he be required to account for the profits that he has made. Both 
sides ask, in other words, for a permanent restraining order, each against 
the other, and for an account of the profits each may have made out of the 
use of the word “Mercedes.” 

(Counsel for plaintiff here announced that they did not ask for an 
accounting. ) 

I think I have sufficiently stated the substance of the pleadings and 
claims, so that the real issue involved may appear clearly to all of us. 
This is as to whether the plaintiff may exclusively use this word “Mer- 
cedes” in connection with his vaudeville production. It was conceded by 
both sides at the beginning of the hearing that that was substantially the 
issue to be determined by the court. There is no complaint against the de- 
fendants by the plaintiff that, in the production of this particular vaude- 
ville act by them, they may use the word “Concentration,” or any other 
word they may choose to select. It is the use by the defendants of the 
word “Mercedes” that must be determined. I think it appears beyond 
question that the word “Mercedes,” in connection with this particular 
vaudeville act, has become a valuable asset to the plaintiff, and would be a 
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valuable asset to the defendants, if they could appropriate it and use it. 
The fact that it is a valuable asset is the fact which leads both parties into 
a court of equity to restrain the other from its use. 

The principal contention of the defendants that the word “Mercedes” 
is a part of Miss Crane’s name, and therefore they have an exclusive right 
to use it, is not controlling by any means. A name may be used without 
question, if the use of it does not infringe upon the rights of another, in 
the prosecution of his business, whereby the public is likely to be misled, 
as has been said by counsel. This question of the right to use names in 
connection with one’s own business—particular names, proper names, com- 
mon names, any name—has been before the courts a number of times, in 
this and other states. It seems to me that the question involved here has 
been determined by the decisions of our own court, and it is not necessary 
to go outside of Michigan to find the law fully and completely stated. The 
case of Lamb Knit Goods Co. vy. Lamb Glove & Mitten Co., 120 Mich. 159, 
78 N. W. 1072, 44 L. R. A. 841, is a case where the use of a proper name 
was enjoined, under the circumstances shown there, because its use by the 
latter concern, in the judgment of the court, would lead to confusion; 
the public would be misled in dealing with the two institutions, and would 
be unable to determine, by the use of that name, which of the two they 
were really dealing with. In a case that arose in this city, I think (Pen- 
berthy Injector Co. v. Lee, 120 Mich. 174, 78 N. W. 1074), a similar ques- 
tion arose, and the use of the word “Penberthy” was enjoined. 

(The court then referred to Michigan Savings Bank v. Dime Savings 
Bank, 162 Mich. 297, 127 N. W. 364, 189 Am. St. Rep. 558.) 

It seems to me that the law is so well settled along this line that it is 
hardly worth while to discuss it, or to argue it. The books are full of 
cases in which parties have been restrained from using their own names, 
in a way to appropriate the good will of a business already established by 
others under that particular name, and that is this case exactly. Assum- 
ing all that the defendants claim to be true, still it appears undisputed that, 
from 1910 down to the present time, plaintiff has used the name “Mercedes” 
in connection with this particular production, and that it has been during 
these five years that the name has achieved its notoriety, its importance, its 
association with the act itself—its popularity, its money-making qualities. 
It also appears that within the past eight months the defendant Lovett, in 
connection with Miss Crane, who was formerly associated with the plaintiff, 
produced a similar act, and used Miss Crane’s middle name, which happens 
to be “Mercedes,” as featuring principally the act. It does not make any 
difference whether up to 1910, while Miss Crane was associated with the 
plaintiff, she was called “Mercedes,” and designated as “Mercedes” upon 
the advertisements of the plaintiff, or not. She claims that is the fact. 
The plaintiff claims that the word “Mercedes” was used to designate the act, 
but that is not very material. The fact is that for five years the act itself 
has been described as “Mercedes,” and that it has gained its popularity, its 
popular favor as an act, known as “Mercedes,” and, as I have said, during 
the last year the defendants have been using this word, and I think un- 
lawfully. * * * An injunction, plain, simple and in few words, will 
be issued, restraining the defendants, and each of them, from further use 
of the word “Mercedes” in connection with their production. 


The decree adjudged that the plaintiff, since the 10th day of 
August, 1910, had been, and then was, “the sole and exclusive 
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owner of the trade-mark and trade-name of ‘Mercedes,’ as applied 
to that alleged psychic performance of thought transference as per- 
formed by the said Joseph B. Howard, which consists of a woman, 
blindfolded, playing upon the piano on the stage such musical selec- 
tions as may have been communicated to her by alleged thought 
transference through the agency of the said Joseph B. Howard, 
which said selections of music were made by some person in the 
audience, and, after having informed the said Joseph B. Howard of 
such selections, such persons then ask the blindfolded woman, at 
the piano, to play such selections, who thereupon plays the same.”’ 
It adjudged that the defendants had no right therein or title thereto, 
but had unlawfully infringed upon the rights and property of the 
plaintiff therein. It enjoined and restrained the defendants from 
using the name “Mercedes,” or any combination thereof, in relation 
to the said psychic performance as stated, and from giving any pub- 
lic or private performance of the same under said name “Mercedes,” 
and from giving any such performance under the name “Concentra- 
tion,” in connection with or under the name “Mercedes,” and from 
using the name “Elizabeth Mercedes Crane” in connection with the 
name “Concentration” as applied to such performance, either wholly 
or in part, and from advertising or making any public performance 
thereof, under the name “Mercedes,” or that of “Concentration,” 
in connection with the name “Elizabeth Mercedes Crane,” or that of 
“Mercedes Crane,” either wholly or in part, or in any other com- 
bination of names containing the word “Mercedes,” or that of “Con- 
centration,” as so applied, or any variation thereof whatsoever, and 
that the defendants, and each of them, do henceforth refrain from 
using said word “Mercedes,” or that of “Concentration,” in connec- 
tion with the name “Elizabeth Mercedes Crane,” either wholly or in 
part, in any signs, advertisements, labels, cards, letter heads, or 
other ways whatsoever, or in any manner calculated or tending to in- 
fringe upon plaintiff's exclusive title aforesaid. The cross-bill of 
defendants was dismissed. 


Upon the argument of this case I was in doubt whether the 
evidence warranted the finding and decree below. A careful review 
of the evidence and examination of the exhibits have satisfied me 
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that the trial court reached the correct conclusion. There is an 
irreconcilable conflict in the evidence, especially in that of the 
plaintiff and the defendant Crane. It is the claim of the plaintiff 
that as early as 1908, while he was conducting a performance in 
which the girl on the stage identified articles handed him by per- 
sons in the audience, he conceived the idea of a musical transference 
act like the one in question. His testimony on this point is cor- 
roborated by that of two other witnesses. It is undisputed that he 
then spoke of calling the pianist in the act ‘““Mercedes”; that he 
adopted the name from that of the wife of the Count of Monte 
Cristo, of which he had read. Applying the rule suggested by 
appellant’s counsel that ‘‘trade-names are acquired by adoption and 
user, and belong to the one who first used them and gave them 
value” (38 Cyc. 765), we think that it appears that plaintiff origin- 
ated the name and first used it in connection with the act in question. 
It is true that he did not use it until the year 1910, when he em- 
ployed Miss Crane as pianist. We do not think that any partner- 
ship existed, and it does appear that he paid Miss Crane wages, and 
continued to use the name in connection with the act, after Miss 
Crane left his employment; and he continued to use it down to the 
time of the hearing in the court below. In our opinion it is not 
significant or important that Miss Crane’s middle name is Mer- 
cedes, nor that she was addressed as “Mercedes,” or “Merce,” or 
“Merc,” by her friends, instead of “Elizabeth.” Nor do we think 
it important or controlling that Miss Crane used the name “Mer- 
cedes”’ in another and different act after she left the employment of 
the plaintiff, as appears by her exhibits on pages 170 and 171 
of the record. We are of the opinion that it appears that the 
plaintiff has rightfully been using this name in connection with and 
to advertise this act since 1911, and has given the act its present 
standing before the public, and that he should therefore be pro- 
tected in its exclusive use. In addition to the cases cited by the 
circuit judge the following have a bearing upon the use of names: 
Gordon Grate Co. v. Gordon, 142 Mich. 488, 105 N. W. 1118; Day- 
ton v. Imperial Sales & Parts Co., 161 N. W. 958. 
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It is urged that the injunction is too broad. The court below 
enjoined the use of the name “Elizabeth Mercedes Crane,” or any 
combination of that name with the word “Mercedes,” in connection 
with this particular act, as described in the decree. Personally, 
Miss Crane can use her name as she sees fit, except that she can- 
not use it in connection with this act, or any similar act. If the in- 
junction is to have any practical effect, it should stand as ordered. 
We are of the opinion that there was ample evidence to sustain the 


finding of the court below, and that the correct conclusion was 
reached. 


The decree of the circuit court should be affirmed. The plain- 
tiff will recover his costs of this court against the defendant Crane. 
Birp, J., concurs with Stone, J. 


[Nore. Injunction refused to protect the use of a name in connec- 
tion with a pretended fortune-telling act. Equity does not adjust differ- 
ences between rogues. Fay v. Lambourne, 124 App. Div. N. Y.) 245.] 


Mvumrorp Mo.pinGc Macuine Co. v. E. H. Mumrorp Co. 
(102 Atlantic Rep. 9) 
New Jersey Court of Chancery, August 8, 1917 


1. Trape-Mark—NameE or A PATENTED ARTICLE. 

A name applied to a patented article is descriptive, because the 
name of a new article. It is for this reason that, upon the expiration 
of the patent, it becomes public property. 

2. Name oF PATENTED ARTICLE—PRESENCE OF UNPATENTED FEATURES. 

The fact that improved molding machines, sold under the paten- 
tee’s name, embody other features not covered by these patents, and 
the fact that the machines are of various kinds, will not prevent the 
paténtee’s name from being descriptive. 

3. Proper Name—Competitive Use. 

Complainant, a former licensee of the owner of a patent, retains, 
after the revocation of the license, a qualified right to use the 
patentee’s name, which it has adopted as part of its corporate name. 
A second licensee from the owner of the patent must, therefore, be both 
protected and restrained in the use of the patentee’s name in the sale 


of machines. Injunction accordingly, to regulate the use of the name 
by each. 


In equity. On final hearing. Decree granting relief to both 
parties. 
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Lindabury, Depue & Faulks of Newark (J. Edward Ash- 
mead of Newark, of counsel) and 4. C. Harford, of Chi- 
cago, Ill., for complainant. 

Hutchinson & Hutchinson of Trenton (C. Percy Hutchinson of 
Trenton of counsel), and Harvey L. Kechner and Arch- 
worth Martin of Philadelphia, Pa., for defendant. 

Backes, V. C. This controversy is over the right to the use 
of the name “Mumford” in connection with the manufacture and 
sale of molding machines. 

The contestants are corporations formed under the laws of this 

state and each seeks an injunction restraining the other from the 
use, either— 
“directly or indirectly, in connection with the manufacture, sale, advertis- 
ing of, or dealing in any molding machines not manufactured by your 
orator, of the word ‘Mumford,’ or any colorable imitation of your orator’s 
trade-names ‘Mumford, ‘Mumford Machines,’ ‘Mumford Molding Ma- 
chines, ‘Mumford Jolt Rammers,’ ‘Mumford Core Bench Jolt Rammers,’ 
‘Mumford Split-,Patterns Drawing Machines,’ ‘Mumford Pneumatic 
Vibrators,’ etc., or combinations thereof, and from copying and colorably 
imitating the catalogues, circulars, and other forms of advertising used by 
your orator, and from adopting or using any other method or device likely 
to injure unfairly your orator’s molding machine business, or by means of 
which it, the said defendant (the said complainant) is likely to unfairly 
profit by the trade reputation of your orator or its product.” 

The history of the case is this: In 1905, Edgar H. Mumford 
organized the E. H. Mumford Company under the laws of Pennsyl- 
vania, for the purpose of manufacturing molding machinery em- 
bodying his inventions, upon which he secured patents. After 
operating four years the company bankrupted. Mumford then ar- 
ranged with one Sargent, who apparently furnished the capital, to 
organize the complainant, the Mumford Molding Machine Company, 
and entered into an agreement with that company to grant it an 
exclusive license to manufacture and sell molding machines under all 
the patents owned or controlled by him for the full life of the 
patents, and under all other patents thereafter to be owned or con- 
trolled by him. On its part the company agreed to employ Mum- 
ford as its vice-president and general manager, such employment to 
continue as long as he was capable of performing the duties of that 
position, and for his services as vice-president and general manager 
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it agreed to pay him a minimum salary of $400 a month and, as 
commission, a sum equal to the excess of 314 per cent. of the total 
gross sales of molding machines over the total annual salary. These 
payments were to cover all compensation for the license, so long as 
Mumford remained in the employ of the company as its vice-presi- 
dent and general manager, and in case he ceased to hold those po- 
sitions he was to receive in lieu of and by way of royalty for the 
license a total sum equal to 20 per cent. of the net profits of the 
company, to be paid to him, his personal representatives or assigns. 
Mumford caused to be executed a license for five letters patent and 
for six inventions for which applications for letters patent were 
pending, and remained with the company five years, during which 
time nine letters patent were granted to him, and two applications 
were pending upon which letters patent were granted shortly after 
he severed his relations. The inventions thus patented were in- 
corporated in molding machines manufactured for the complainant 
during Mumford’s employment, at least during some time of it. In 
November, 1914, he was removed from the office of vice-president 
and general manager, the company, in the notice of removal, declar- 
ing that it would thereafter operate under the alternative provision 
of the contract providing for the payment of 20 per cent. of the net 
profits in lieu of the monthly salary. Mumford protested, and noti- 
fied the company that if it persisted he would be forced to treat 
his removal as a revocation of the license as well as an abrogation 
of the entire contract, and that he would demand full reparation, 
and a few days after, it is assumed, he canceled the contract, which 
the company accepted and ratified by letter, which also notified 
him that it renounced and waived any and all rights and advantages 
it may have had under the contract. Mumford’s letter of cancella- 


tion is not in evidence, and the assumption is based upon the com- 
pany’s letter of acceptance and ratification of the cancellation of 
the contract. Mumford died shortly after, in April, 1915, in the 
meantime having carried on trade in the name of the E. H. Mum- 
ford Company, the Pennsylvania corporation. The following 
month, his son, T. J. Mumford, and his widow, Rose Skeel Mum- 
ford, formed the defendant company under the name of E. H. Mum- 
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ford Company, to which the widow, who was the sole legatee under 
the will of Edgar H. Mumford, granted an exclusive license to manu- 
facture and sell molding machines, containing the patented im- 
provements under which the complainant formerly operated, repre- 
sented by 16 letters patent issued to Edgar H. Mumford. Inevit- 
able confusion in the trade resulted, for which, in a measure at 
least, both parties were responsible, in that neither recognized and 
respected the rights of the other, for it must be acknowledged that 
both have vested rights in the field of commerce, which the law will 
protect against infringement. 

The principal question presented, and upon the decision of 
which ultimately rests the course to be outlined to these litigants in 
their future dealings, is whether the name “Mumford,” as applied 
to molding machines, is a generic designation indicating machines 
embodying the inventions of Mumford or whether it signifies origin 
or source of manufacture only, i. e., a trade-name. Now, for this 
purpose, we must go a little further into the history of Mumford’s 
connection with the development of molding machinery. Molding 
machines are used only in foundries and utilized in making sand- 
molds for metal castings, and, as implements for that purpose, are 
perhaps as old as machinery science, and as multifarious in style, 
type and cast, as the variety of uses to which they are put in the 
numerous lines of foundry work. Mumford, who was an inventor 
and an authority on molding machinery, and widely known as such 
throughout the foundry trade, from time to time invented substan- 
tial and valuable improvements upon the basic principles of differ- 
ent kinds of molding machines, for which inventions the government 
gave him letters patent. To his improved machinery he gave his 
surname, and in the foundry trade, to which the molding machinery 
business is in reality an adjunct, and which is managed and con- 
trolled chiefly by experts keen to note the progress in machinery— 
the purchasing public in the case—Mumford’s line of molding ma- 
chines came to be known because of his inventions, and to the trade 
the name “Mumford” stood for the line of machines embodying 
those inventions. That this understanding prevailed, generally, is 
established by numerous witnesses of capacity called in the case. 
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Furthermore, no one but Mumford had the right to manufacture his 
patented machinery without his consent, and having associated his 
name with the monopoly, it became the generic description of his 
types of molding machinery. 


“One class of names,” says Rogers on Good Will, Trade-Marks and 
Unfair Trading, c. 24, p. 236, “the courts have held to be descriptive by a 
course of reasoning which is not perhaps convincing to persons unused to 
legal methods of thought. These are the names which have been applied to 
patented articles. After a good deal of discussion and many diverse de- 
cisions the courts have at last, with substantial unanimity, laid down the 
rule that the name applied to a thing covered by letters patent is de- 
scriptive. The theory is that the article cannot be the subject of patent 
unless it is absolutely new. Being new it must have a name. The name, 
therefore, describes a new thing and becomes the descriptive or generic 
name of that thing. During the term of the patent the right to use the 
name which has been applied to the thing belongs exclusively to the owner 
of the patent, who may license the use of the name in connection with the 
patent, and restrain its use on other than the patented article, because this 
would be a deceptive misdescription. No particular difficulty is experi- 
enced during the life of the patent because its owner, having the exclusive 
right to make, use and vend the patented thing and being able to stop the 
use of the name on articles not made in accordance with the patent, en- 
joys a complete monopoly of the article and name.” 


The text is supported by many cases in this country and Eng- 
land. Singer v. Stanage (C. C.) 6 Fed. 279; Gally v. Colts’ Pat- 
ent Firearms Co. (C. C.) 80 Fed. 118; Armstrong v. Ettlesohn 
(C. C.) 36 Fed. 209; Centaur v. Heinsfurter, 84 Fed. 955, 28 
C. C. A. 581; Adam v. Folger, 120 Fed. 260, 56 C. C. A. 540; De 
Long Hook & Eye Co. v. American Pin Co. (C. C.) 200 Fed. 66 
[3 T. M. Rep. 36]; Dover v. Fellows, 163 Mass. 191, 40 N. E. 105, 
28 L. R. A. 448, 47 Am. St. Rep. 448; Waterman v. Shipman, 130 
N. Y. 301, 29 N. E. 111; Singer Mfg. Co. v. June Mfg. Co., 163 
U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118; Cheavin v. Walker, 5 
Ch. Div. 850; Powell v. Birmingham Vinegar Brewery Co. (1896) 
2 Chan. 54; Linoleum Mfg. Co. v. Nairn, 7 Ch. Div. 884. 

In De Long Hook & Eye Co. v. American Pin Co., the court 
observed : 


“No matter in what other connection the owner may have used the 
name, it must be remembered that one of the advantages of his patent 
monopoly has been to have his article known to the public by a name which 
in the public mind can only mean one thing as applied to that patented 
article, to wit, that it is the article. When, during the life of the patent, 
the public bought a Singer sewing machine, it bought a machine of a par- 
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ticular character, and associated solely in the public mind with the machines 
made under the Singer patents.” 

In Powell v. Birmingham Vinegar Brewery Co., Lindley, L. J., 
made this comment: 

“Again, if a person makes or sells an article and calls it by a par- 
ticular name, the use of that particular name by others for the same sort 
of goods is not necessarily an infringement of his rights, even if the name 
is not obviously descriptive. If the article is a patented article, sold by the 
patentee under the same in question, then when the patent expires any one 
is at liberty to make and sell the article, and to sell it under the name by 
which it has become known in the market, and if nothing more is done, the 
patentee has no redress. This was decided in Cheavin v. Walker, and 
Linoleum Manufacturing Co. v. Nairn.” 

Consonant with the property rights that spring from tacking 
a name to a patented article, the complainant, throughout the five 
years of Mumford’s employment, recognized and treated the name 
Mumford as the generic description of the line of molding ma- 
chines covered by his patents. Because of his scientific skill and 
his inventive genius, Mumford’s name had commercial charm. The 
company was organized, primarily, to develop his inventions, surely 
not to secure his business talents, for after his failure he had little 
to recommend him in that respect; handsome royalties were paid 
for his license; his name was featured in the corporate title, in ad- 
vertising, and on the patented devices; and, above all, the machines 
were held out to the trade as the subject of his letters patent. 

The contention is made that the principle of the text in 
Rogers’ Good Will is not applicable, because Mumford molding 
machines were not patented as an entirety. That the machines 
were not patented as a whole is beside the question. This is un- 
feasible, because of their antiquity. As already stated, Mumford 
added to the basic principles his numerous and varied inventions, 
which, when embodied in the particular machine or class of ma- 
chines, differed the machine or class as a whole from those of any 
other inventor or manufacturer; and, although the article was one 
in common use, the improvements invented and exclusively incor- 
porated had the effect of differentiating the patented from the com- 
mon article; and so when the name Mumford was applied it carried 
with it to the trade the signification that the machine was of definite 


88 EIGHT TRADE-MARK REPORTER 


character and mechanism, and of the line of machinery patented by 
him, and indicated nothing in regard to the workmanship or by 
whom manufactured. Call the patented inventions incidental, ac- 
cessory, or detail, or whatnot, as the complainant now sees fit to 
characterize them and to minimize their importance, they neverthe- 
less were, in the particular type of machine in which they were em- 
bodied, sufficiently characteristic and fundamental to warrant the 
issuing of letters patent, and sufficiently formidable to ward off 
infringement for many years, and to operate as an effective shield 
against intrusion upon the monopoly enjoyed by the complainant 
during the period of its license. 

It is also claimed that the rule is not to be applied because cer- 
tain of the machinery included, inter alia, a feature patented to 
Mumford and Huggins, or a feature patented to Mumford and 
Atha, or a feature patented to one Huggins. The inclusion of a 
subsidiary patented device of another could not, conceivably, alter 
the public impression as to the predominating feature of the struc- 
ture. 

The further contention that “Mumford” could not be the 
generic description of the patented articles, because there were 
many different machines in the Mumford line, so that it was im- 
possible for the name to designate or describe all of them, is an- 
swered in Singer v. June, by Mr. Justice White upon a state of facts 
somewhat similar to the present. 

“It cannot,” he says, “be denied that the Singer machines were cov- 
ered by patents, some of which were fundamental, some merely acces- 
sory. There can also be no doubt that the necessary result of the existence 
of these patents was to give to the Singer machines, as a whole, a distinctive 
character and form which caused them to be known as Singer machines, 
as deviating and separable from the form and character of machines made 
by other manufacturers. This conclusion is not shaken by the contention 
that as many different machines were made by the Singer Manufacturing 
Company, therefore it was impossible for the name ‘Singer’ to describe 
them all, because the same designation could not possibly have indicated 
many different and distinct things. The fallacy in the argument lies in 
failing to distinguish between genus and species. To say that various 
types of sewing machines were made by the Singer Manufacturing Com- 
pany in no way meets the view, borne out by the testimony, that all ma- 
chines by them constructed were in some particular so made as to cause 


them all to be embraced under the generic head of ‘Singer,’ and to be pro- 
tected in some respects by the patents held by the company. From this 
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fact it resulted that during the life of the patents none of the machines, 
as a whole, were open to public competition. Persuasive support of this 
view is afforded by the fact that in many adjudicated cases, to which we 
shall have occasion hereafter to advert, where, since the expiration of the 
patents, the right to the exclusive use of the name ‘Singer’ has been as- 
serted, it has, almost without exception, been found that Singer machines, 
as a whole, were a distinctive class, preserving a general uniformity of 
nature however varying may have been the types by which their structure 
was manifested. 

“It may be assumed that the proof establishes that for certain classes 
of the general type of Singer machines, that is, the species used only for 
particular and exceptional manufacturing purposes, an addition of some 
other word or description to the generic name ‘Singer’ was necessary to 
completely convey a perfect indication of the machine referred to, that is, 
Singer ‘Carpet-Machine, Singer ‘Leather-Machine,’ etc. But this fact 
does not counterbalance the conclusive proof that, as a whole, the Singer 
machines represented a general class, and were known to the public under 
that comprehensive name and no other.” 


The conclusion, foreshadowed by the finding of facts and the 
authorities cited, that the name “Mumford” is the generic descrip- 
tion of machinery constructed under his patents and during the 
existence of the monopoly, flowing from the letters patent, the sub- 
ject of exclusive appropriation by the patentee and his assigns, up- 
holds the defendant’s title; but, because of the former contractual 
relations between the patentee and the complainant, we must go 
further and consider the property rights which accrued to the com- 
plainant from the secondary sense in which the name came to be 
known to the public, as origin or source of manufacture, for as the 
Supreme Court, in Singer v. June, said: 

“To say that a person who has manufactured machines under a 
patented monopoly can acquire no good will by the excellence of his 
work, or the development of his business, during the patent, would be te 
seriously ignore rights of private property, and would be against public 
policy, since it would deprive the one enjoying the patent of all incentive 
to make a machine of a good quality, because at its termination all the 
reputation or good will resulting from meritorious work would be subject 
to appropriation by every one. On the other hand, to compel the one 
who uses the name after the expiration of the patent to indicate that the 
articles are made by himself in no way impairs the right of use, but simply 
regulates and prevents wrong to individuals and injury to the public.” 

Ludlow Valve Mfq. Co. v. Pittsburgh Mfg. Co., 166 Fed. 26, 
92 C. C. A. 60. 

Mumford was instrumental in organizing the complainant com- 
pany and gave it his name, which he at all times insisted should be 
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conspicuously displayed on its product and in its advertising mat- 
ter. By the expenditure of large sums of money in advertising 
the monopoly, superiority of workmanship, and fair dealing with 
customers, the company built up a large and valuable business, in 
which the skill and industry of Mumford played no small part. 
The manufacture of machines was not confined to those patented by 
Mumford. Others were built that contained no patented devices, 
and this was the contemplation of the parties, if I interpret the 
contract rightly. The record discloses that of a total of 23 species 
and 105 sizes of machines, 20 species and 99 sizes were patented, 
and that a large percentage in number of machines marketed did not 
embrace any features covered by the Mumford patents. Obviously, 
it must have been understood by Mumford that the good will and 
trade-name, which he was actively promoting, would survive to the 
company upon the termination of the agreement, by the expiration 
of its terms, for cause or by mutual consent; and correspondingly by 
the company, upon the abrogation of the contract before its natural 
expiration, that the property rights flowing from the patents re- 
verted to the patentee. So, as a consequence, when the patentee 
and the manufacturer parted company, a reciprocal duty arose to 
refrain from carrying on their respective businesses in a manner 
calculated to deceive the purchasing public to the injury of the 
other, and in this respect, as already intimated, both parties were 
remiss, but in different degrees. Although after the severance the 
complainant ceased to manufacture molding machines embodying 
the patents, it continued to play up the catchname “Mumford” in its 
advertising matter and on its wares and, in some instances, to dis- 
play machines as patented, without indicating in any wise the can- 
cellation of its license, thus giving forth the impression that its 
title to the patents was unimpaired, and its product unchanged. 
The defendant company was much bolder. Besides adopting the 
name “Mumford” as part of its corporate title, it virtually copied 
the complainant’s catalogue bodily, cut for cut of machines, figure 
numbers, sizes, capacity, gross weights and code words, including 
cuts of machines manufactured by the complainant, upon which 
there were no patents whatever. The descriptive matter was re- 
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produced verbatim, and the copy even went to the point of repre- 
senting that the complainant’s London correspondent was that of 
the defendant. And so with its other advertisement, replete with 
stimulations and cunning mirepresentations, and done with such ag- 
gravation as to be absolutely convincing of a studied effort to lead 
the trade into the belief that the defendant was the complainant’s 
successor, and that it was the sole manufacturer of Mumford’s 
molding machines; altogether a most flagrant case of pirating the 
business of the complainant. And what is more, the defendant 
openly avows it was its deliberate intent and purpose to simulate 
the catalogue, and attempts to justify its conduct on the ground that 
the molding machinery therein advertised was of structures embody- 
ing the Mumford patents, and as the complainant company had sur- 
rendered its license to manufacture, ipso facto, it lost its right to 
advertise them. The complainant company had on hand and for 
sale machines which it rightfully made and had the right to sell, 
and furthermore this specious claim does not meet the charge that 
the defendant’s catalogue included cuts and descriptive matter of 
complainant’s unpatented machinery, and that its other advertising 
was obviously designed to mislead. Eureka Fire Hose Co. v. 
Eureka Rubber Mfg. Co., 69 N. J. Eq. 159, 60 Atl. 561; National 
Biscuit v. Pacific Coast Biscuit Co., 83 N. J. Eq. 369, 91 Atl. 126, 
[4 T. M. Rep. 356]. 

It is urged that the complainant, by reason of its unconscious 
conduct in arbitrarily and without cause terminating the contract, 
forfeited all rights thereunder, and that it ought not to be heard in 
equity to maintain rights it fraudulently retains. It may be, as the 
defendant argues, that: 

“The inference is plain here that the complainant company, after hav- 
ing gotten Mumford in its toils and having obtained all the benefit it pos- 
sibly could have derived from him and his invention, threw him out into 


the cold, hoping thereby to still retain those benefits and advantages with- 
out compensation.” 


The difficulty with this is that the question is not fully pre- 
sented for decision. The issue is raised by the answer, but all that 
appears on the face of the record is, as already noted, Mumford’s 
release as vice-president and general manager, and his subsequent 
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cancellation of the contract and the company’s ratification thereof. 
This implies a mutual recission so that the causes which led to it 
are immaterial, so far as this case is concerned. The employment 
feature of the contract was to last during the lifetime of the patents, 
so long as Mumford was capable. Off the record, the complainant 
says it had ample cause for his discharge. Whether the discharge 
was lawful was not tested by Mumford, who seemed to have treated 
the incident as closed, and judgment ought not to be passed, which 
would have for its basis only doubtful and conflicting inferences. 

It is further set up in the briefs that there is no justification 
for the continuance of the complainant company, even as a name, 
because it has no books, bank account, employees, assets worth men- 
tioning, and neither manufactures nor sells. The company never 
manufactured. Until 1913 its principal office was in Plainfield, 
where its machine were built by another concern, and that year it 
moved to Chicago, where machines are manufactured by the Hanna 
Engineering Works, the owner of all of its capital stock, and its 
product is marked by the Vulcan Engineering Sales Company. The 
claim is that the complainant clings to the name “Mumford” simply 
to enable the manufacturing company and the sales company to de- 
rive profits at the expense of the defendant in the deception of the 
public. The premise is hardly true, but a complete answer. is that 
we are not concerned with the methods of the complainant in carry- 
ing on its business or how it disposes of its profits. Its good will 
being established entitles it to protection against infringement. The 
amount of its capital stock is unimportant, as is that of the de- 
fendant’s, as well as the fact that the defendant does not manufac- 
ture its output. 

It is also set up by the complainant that its trade-name was 
inherited from the E. H. Mumford Company of Pennsylvania, by 
the purchase of the assets of that company, which it is claimed, 
carried with it the good will. Undoubtedly the property rights of 
a trade-mark or trade-name may pass by an assignment or by opera- 


tion of law to any one who takes at the same time, from the as- 
signor, the right to manufacture or sell the particular merchandise; 
and unquestionably the transfer of the property and effects of a 
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business may carry with it the exclusive right to use such trade- 
marks or trade-names as had been used in such business. Dizon 
Crucible Co. v. Guggenheim, 2 Brewst. (Pa.) 321; Allegretti v. Al- 
legretti Chocolate Cream Co., 177 Ill. 129, 52 N. E. 487. But the 
doctrines lack application to the present situation. Here the com- 
plainant did not succeed to the business of the bankrupt company. 
It purchased only a part of its wares and acquired the right to manu- 
facture the class of goods manufactured by the old company, not 
from that company, but from Mumford, the owner of the patents. 
It was manifestly not desirable to succeed to the business and good 
will, if it had any, of the defunct company, with its large outstand- 
ing liabilities to creditors and stockholders; and a new company 
was born, with a new name, and with the right to apply that name 
to products derived exclusively by contract independently of the 
old company. 

The transaction between the licensee and patentee, resulting 
in the peculiar situation of leaving the parties with perfectly meri- 
torious, though conflicting, claims to the trade-name “Mumford,” 
involves the more difficult task of working out a line, within the 
boundary of which each may enjoy the widest latitude in competing 
with the other, but which may not be crossed without encroaching. 
This may be accomplished with the least inconvenience or danger 
by each plainly distinguishing its goods from the others. Were it 
not for the defendant’s property right in the name, the principle 
declared by the Court of Appeals in International Silver Co. v. 
Rogers Corp., 67 N. J. Eq. 646, 60 Atl. 187, 110 Am. St. Rep. 506, 
3 Ann. Cas. 804, would be controlling, and the defendant would he 
enjoined unqualifiedly. There the use of an individual's name in a 
corporation of which he was an incorporator an officer was enjoined, 
because it was satisfactorily shown that it was voluntarily selected 
and for the purpose of making an unfair use of it in competition 
with the complainant. Eureka Fire Hose Co. v. Eureka Mfg. Co., 
supra; L. Martin Co. v. L. Martin & Wilckes Co., 75 N. J. Eq. 39, 
71 Atl. 409, 21 L. R. A. (N. S.) 228, 188 Am. St. Rep. 557, 20 Ann. 
Cas. 119; Id., 75 N. J. Eq. 257, 72 Atl. 294, 21 L. R. A. (N. S.) 
526, 20 Ann. Cas. 57. But the application of that rule would he 
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too drastic and the remedy punitive, in that it would, in effect, de- 
stroy private property, for it cannot be denied that the patentee’s 
name, associated with his inventions, adds materially to the market 
value of the patents. It will answer all practical purposes to en- 
join the defendant from using the name “Mumford” in its corporate 
title, or otherwise, except in the vending of molding machines manu- 
factured under the exclusive letters patent issued to Edgar H. 
Mumford, and joint patents to Mumford and Atha, and Mumford 
and Huggins, and not then, unless it shall, in its catalogue, circu- 
lars, and advertisements, distinctly indicate, in type as large and 
conspicuous as Mumford in its corporate title, or any contraction 
or address thereof, that the machines are not of complainant’s 
manufacture, and unless it shall, upon the machines themselves, 
conspicuously and unmistakably specify that such machines are not 
of complainant’s make. The defendant will also be enjoined from 
copying or colorably imitating the catalogue, circulars, or other 
forms of advertising used by the complainant, not including so 
much of said catalogue as represents machines embodying the pa- 
tents of Edgar H. Mumford, exclusive of the code words; and will 
further be enjoined from representing in its advertisements, ex- 
pressly, by implication, insinuation, or otherwise, that it is the sole 
manufacturer of Mumford molding machines. 

On the other hand, the complainant will be enjoined from 
using the name “Mumford” in its corporate title or otherwise in 
vending molding machines of the type formerly manufactured and 
sold by it under the license of Edgar H. Mumford, and now or 
hereafter manufactured under the patents of Edgar H. Mumford, 
and sold by the defendant, unless it shall, in its circulars, catalogue, 
and advertisements, distinctly indicate, in type as large and conspic- 
uous as “Mumford” in its corporate title, or any contraction or 
address thereof, that the machines were not made under the 
Edgar H. Mumford patents, and unless it shall, upon such machines, 
conspicuously and unmistakably specify that such machines were 
not made under the Edgar H. Mumford patents; or unless, in vend- 
ing such machines and other machines containing the Mumford- 
Huggins valve patent, allusion is made to such patent, it shall, in 
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its advertisements and on the machines in the manner aforesaid, 
state that they are not of defendant’s manufacture. 

These restrictions are subject to modification upon motion to 
settle the final decree, and are meant to indicate the attitude of 
forbearance the parties must assume towards each other in the 
future. 

The complainant’s request to enjoin the defendant from using 
“Mumford” in its corporate title is denied, for the reason stated 
by Vice Chancellor Emery, and set forth in the third subdivision of 
his opinion in Eureka Fire Hose Co. v. Eureka Mfg. Co., 69 N. J. 
Eq. at p. 174, 60 Atl. 561, with the same reservation. 

There will be no accounting and no costs. 


[Nore. The question whether, as intimated by the court on the au- 
thority of Mr. Roger’s book on “Good will, Trade-Marks and Unfair 
Trading,” the name of a patented article becomes public property upon 
the expiration of the patent because it was the name of a new article in 
the first instance, and therefore becomes at once upon application to the 
new article the descriptive and generic name of the thing; or whether it 
becomes public property because the patent has expired, may perhaps be 
considered as a question more academic than practical. It may, however, 
not be unimportant to understand correctly the fundamental principles 
underlying the doctrine. 

It seems clear that the maker of an article under a patent which has 
expired, stands upon a different footing from the manufacture of a new 
and unpatented product. Assume the case of a word trade-mark, applied 
to a new product, for which no patent is obtained, or for which no patent 
may be obtainable, since its origination may fall short of invention. 

At the time when the product was put upon the market, anyone else 
was free to manufacture and sell the same article. Nevertheless, the 
originator, by large expenditure of money and great attention to ad- 
vertising, may have been able to build up a very valuable trade under 
the name. Of course, he is able to do this by reason of the monopoly 
in the use of the name, but why should he not have the monopoly? Ex- 
perience in some cases of this kind has shown that other manufacturers 
had no difficulty in finding for their product another name, that answered 
every purpose except that of appropriating the good will attaching to the 
name first in use. The good will which the first manufacturer has built 
up around the name was built up at his own expense, by his own energy, 
without the protection of any monopoly in the product and in the face of 
the competition of other manufacturers, who suffer no injustice in being 
obliged to popularize their designations for the product, as the first maker 
had popularized the name which he selected for his product. 

Suppose, on the other hand, the originator of the product has en- 
joyed for seventeen years the protection of a patent, whereby he re- 
tained a monopoly not only in the name of the product, but in the product 
itself. At the end of that time, the good will attaching to the name 
might not be any more valuable than under the other circumstances, but 
whatever value it had would be due, not only to the expenditure of money 
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by the inventor in advertising the name, not only to the energy and enter- 
prise with which his business may have been conducted, but also to the 
monopoly in the product which the government had granted him during 
seventeen years. 

It is the theory of the patent law that the consideration for the grant 
of a monopoly under a patent, is the gift of the invention to the public 
at its expiration, and if, during the period of patent protection, the name 
used by the inventor has come to be the only name by which the public 
recognizes the product, then in order to open the field to other manu- 
facturers, the inventor must not only give up his monopoly in the product, 
but must give up the name under which he has taught the public to recog- 
nize the product. Otherwise, his gift to the public would be incomplete, 
for it is of little value to another manufacturer that he can make the 
product, if he has to sell it under another name, in competition with the 
good will of a name established by seventeen years of extensive advertising. 
The retention of the name under these circumstances, would be in deroga- 
tion of the gift which the patentee is compelled by law to make, of his in- 
vention to the public (Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 
185). 

It is not, therefore, because the thing patented was new that the name 
given to it becomes public property upon the expiration of the patent, 
but because the thing patented must upon the expiration of the patent be 
given to the public, and a complete gift, in view of the peculiar circum- 
stances that have existed during the life time of the patent, requires a 
gift of the name, as well as of the thing. This latter seems to be the only 
view that is consistent with the line of cases, holding that where the name 
has been used, not only as the name of the patented article, but of other 
similar articles of the same manufacture, it does not become public prop- 
erty upon the expiration of the patent. (Batcheller v. Thomson, 93 Fed. 
Rep. 665; Nathan Mfg. Co. v. Etna Smelting Co., 180 App. Div. (N. Y.) 
512; Udell-Predock Co. vy. Udell Works (D. C. App.) 140 O. G., 1002; 
Hughes v. Alfred H. Smith Co., 209 Fed. Rep. 237; Buffalo Specialty Co. 
v. Van Cleef, 227 Fed. Rep. 391). 

Certainly if the name becomes public property, in so far as it relates 
to a new invention, by virtue of its application to the invention, the fact 
that it was a trade-mark before it was so applied, or that it was used 
simultaneously as a trade-name upon other articles, could not possibly 
withhold it from the public domain, in so far as concerned the right to 
use it upon the new article.] 


Hitton v. HiLton 
(182 Atlantic Rep. 16) 


New Jersey Court of Chancery 
August 14, 1917 


1. Proper Name—Ricurt To Use. 

Defendant, formerly in business with complainant, under the 
name “The Hilton Co.” having sold his interest therein, including the 
good will and name, to complainant, should be enjoined from opening 
stores in immediate proximity to complainant’s, under the name 
“Hilton’s.” 
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2. Proper Name—RiGuat to Use—FEstoprec. 

Neither complainant’s consent to the use of the name by defendant 
in a non-competitive market, nor the fact that it has been so used by 
another, estops him to complain of its use by defendant in competition 
with him. 

: 3. Uwnrar CompetitrionN—Derense—Fravup on Pustic. 
. The fact that complainant advertises his clothes as made by him- 
self, when in fact he does make ninety or ninety-five per cent. of his 
sales, does not impair his right to protection in the use of his trade- 
name. 


In equity. On final hearing. Decree for complainant. 


Pitney, Hardin & Skinner, of Newark (John R. Hardin and 
Edward O. Stanley, Jr., both of Newark), for complainant. 

Selick H. Mindes and Robert H. McCarter, both of Newark, 
for defendant. 


Lane, V. C.: The bill seeks an injunction to prevent de- 
fendant using the word “Hilton’s” to designate the places at which 
he carries on a clothing business. The case has taken six or seven 

3 days to try. It has been elaborately orally argued, and elaborate 
e | briefs have been submitted. The testimony has not been written 
out, and I am relying upon my recollection in stating the facts. 
Some may be misstated, but not to an extent which would change 


the result. If either counsel observe apparent mistakes, I wish 


" they would call my attention to them. 
; In 1904 there was a manufacturing clothing business carried 
; on in the city of Newark by one I. Hilton under that name. About 
that time there became associated with him the defendant, Joseph 
2 Hilton. A store was opened in that year in Philadelphia, and the 
name adopted was “The Hilton Co.” Subsequently, in 1907 the 
Fy name “The Hilton Co.’ was adopted for the store in Newark. 
me ) Between 1910 and 1914 the name “The Hilton Co.” was abandoned 
in Newark, and the name “George Watson & Co.” substituted. 


This was due to the fact that the Hiltons had acquired the estab- 
lished business of George Watson & Co. in Newark. In 1910 a 
store was opened in Brooklyn under the name of “The Hilton Co.” ; 
in Providence in 1914, in Pittsburgh in 1913, Chicago in 1918, 
Boston in 1909, and in New York in April, 1906. Phillip Hilton 


became associated in the business with Joseph Hilton, and in 1916 
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by the inventor in advertising the name, not only to the energy and enter- 
prise with which his business may have been conducted, but also to the 
monopoly in the product which the government had granted him during 
seventeen years. 

It is the theory of the patent law that the consideration for the grant 
of a monopoly under a patent, is the gift of the invention to the public 
at its expiration, and if, during the period of patent protection, the name 
used by the inventor has come to be the only name by which the public 
recognizes the product, then in order to open the field to other manu 
facturers, the inventor must not only give up his monopoly in the product, 
but must give up the name under which he has taught the public to recog- 
nize the product. Otherwise, his gift to the public would be incomplete, 
for it is of little value to another manufacturer that he can make the 
product, if he has to sell it under another name, in competition with the 
good will of a name established by seventeen years of extensive advertising. 
The retention of the name under these circumstances, would be in deroga- 
tion of the gift which the patentee is compelled by law to make, of his in- 
vention to the public (Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 
185). 

It is not, therefore, because the thing patented was new that the name 
given to it becomes public property upon the expiration of the patent, 
but because the thing patented must upon the expiration of the patent be 
given to the public, and a complete gift, in view of the peculiar circum- 
stances that have existed during the life time of the patent, requires a 
gift of the name, as well as of the thing. This latter seems to be the only 
view that is consistent with the line of cases, holding that where the name 
has been used, not only as the name of the patented article, but of other 
similar articles of the same manufacture, it does not become public prop- 
erty upon the expiration of the patent. (Batcheller v. Thomson, 93 Fed. 
Rep. 665; Nathan Mfg. Co. v. Etna Smelting Co., 130 App. Div. (N. Y.) 
512; Udell-Predock Co. v. Udell Works (D. C. App.) 140 O. G., 1002; 
Hughes v. Alfred H. Smith Co., 209 Fed. Rep. 237; Buffalo Specialty Co. 
v. Van Cleef, 227 Fed. Rep. 391). 

Certainly if the name becomes public property, in so far as it relates 
to a new invention, by virtue of its application to the invention, the fact 
that it was a trade-mark before it was so applied, or that it was used 
simultaneously as a trade-name upon other articles, could not possibly 
withhold it from the public domain, in so far as concerned the right to 
use it upon the new article.] 


Hitton v. HiLton 
(182 Atlantic Rep. 16) 


New Jersey Court of Chancery 
August 14, 1917 


1. Proper Name—Ricurt To Use. 
Defendant, formerly in business with complainant, under the 
name “The Hilton Co.” having sold his interest therein, including the 
good will and name, to complainant, should be enjoined from opening 


stores in immediate proximity to complainant’s, under the name 
“Hilton’s.” 
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2. Proper NameE—RiGut to Use—Estopret. 


Neither complainant’s consent to the use of the name by defendant 
in a non-competitive market, nor the fact that it has been so used by 
another, estops him to complain of its use by defendant in competition 
with him. 


3. Uwnrar CompetirionN—DerenseE—Fravup on Pus tic. 


The fact that complainant advertises his clothes as made by him- 
self, when in fact he does make ninety or ninety-five per cent. of his 
sales, does not impair his right to protection in the use of his trade- 
name. 


In equity. On final hearing. Decree for complainant. 


Pitney, Hardin & Skinner, of Newark (John R. Hardin and 
Edward O. Stanley, Jr., both of Newark), for complainant. 

Selick H. Mindes and Robert H. McCarter, both of Newark, 
for defendant. 


Lane, V. C.: The bill seeks an injunction to prevent de- 
fendant using the word “‘‘Hilton’s” to designate the places at which 
he carries on a clothing business. The case has taken six or seven 
days to try. It has been elaborately orally argued, and elaborate 
briefs have been submitted. The testimony has not been written 
out, and I am relying upon my recollection in stating the facts. 
Some may be misstated, but not to an extent which would change 
the result. If either counsel observe apparent mistakes, I wish 
they would call my attention to them. 

In 1904 there was a manufacturing clothing business carried 
on in the city of Newark by one I. Hilton under that name. About 
that time there became associated with him the defendant, Joseph 
Hilton. A store was opened in that year in Philadelphia, and the 
name adopted was “The Hilton Co.” Subsequently, in 1907 the 
name “The Hilton Co.” was adopted for the store in Newark. 
Between 1910 and 1914 the name “The Hilton Co.” was abandoned 
in Newark, and the name “George Watson & Co.” substituted. 
This was due to the fact that the Hiltons had acquired the estab- 
lished business of George Watson & Co. in Newark. In 1910 a 


, 


store was opened in Brooklyn under the name of “The Hilton Co.” ; 
in Providence in 1914, in Pittsburgh in 1913, Chicago in 1918, 
Boston in 1909, and in New York in April, 1906. Phillip Hilton 


became associated in the business with Joseph Hilton, and in 1916 
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Phillip and Joseph were the joint owners of the business. On the 
24th day of June, 1916, a sale of Joseph’s interest to Phillip was 
consummated, and a bill of sale delivered which conveyed the in- 
terest of Joseph in the business, “including all the name and good 
will of said business and all its assets.” Joseph intended to go into 
the same business. Phillip knew this. Prior to the consummation 
of the sale a store had been leased ostensibly for the two sons of 
Joseph in Paterson. I conclude that it was in the mind of Joseph 
at that time to himself become associated with his sons, or to sup- 
plant his sons. As a matter of fact, when the store was opened 
Joseph was the owner. I think Phillip knew that the store was to 
be opened in Paterson, and the preponderance of evidence is to the 
effect that he consented to the use of the name “Hilton’s” by the 
sons in Paterson. Goods were manufactured by “The Hilton Co.” 
for use in the Paterson store, and I must conclude that Phillip 
knew of their manufacture. In the latter part of 1916 “The Hilton 
Co.” had four stores in New York located at 85 Nassau street, New 
York, Corner of Fourteenth and Broadway, New York, Thirty- 
Seventh street and Broadway, New York, and 412 Fulton street, 
Brooklyn. Joseph conceived the idea of opening stores in New 
York, and proceeded to do so. He now has in New York three 
stores, located at Thirty-Third street and Fifth avenue, 243 Broad- 
way, and Thirty-Sixth street and Broadway. These stores, or some 
of them, are in comparatively close proximity to some of those of 
“The Hilton Co.” Joseph now contemplates opening a store in 
Brooklyn in comparatively close proximity to that of “The Hilton 
Co.” and another in New York immediately opposite the Nassau 
street store of “The Hilton Co.” Each of these stores are desig- 
nated by prominent signs as “Hilton’s.”” The signs while unlike 
in color and in material used, yet have such characteristics similar 
to those used by “The Hilton Co.” as that it cannot be said that 
there are any distinguishing features which would differentiate to 
the ordinary observer “Hilton’s’’ stores from ‘The Hilton Co.” 
stores. The window displays are practically identical. The evi- 
dence is that there are no marks which would be noticed by the 
ordinary observer distinguishing window dressings in stores of this 
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nature. The show cards used, while not identical, are yet similar. 
It is so with the labels. Prior to 1916 “The Hilton Co.” had done 
considerable advertising in newspapers in various localities in which 
it had stores, although none to any extent in the city of New York. 
It had advertised in the city of New York by means of show cases 
placed in prominent places in the Hudson Terminal, and also by 
posters placed in the Tube Trains. I know of no more effective 
method of advertising, and I cannot shut my eyes to the fact that 
I have myself, before I ever heard of this case, noticed these ad- 
vertisements and knew that there was such a concern as “The 
Hilton Co.” or “Hilton’s” which sold men’s suits. In some of the 
advertisements used before 1916 the words “Hilton” and “Hilton’s” 
were used. In others the words “Hilton Clothes” and like phrases. 
The complainant’s original claim seemed to be based upon the 
ground that the term “Hilton’s’” has acquired a secondary meaning, 
and a large part of the argument was devoted to the question as to 
whether or not the proofs show that this secondary meaning had at- 
tached. The view that I take of the case renders it unnecessary 
for me to determine whether the complainant has substantiated 
its claim in this respect or not. The distinction has been drawn 
between the right of the complainant to enjoin the use of the name 
‘“Hilton’s” based upon the provisions of the bill of sale and the 
right based upon unfair competition. I think so far as this case is 
concerned, it is a distinction without a difference, because the same 
facts which would result in enjoining the use of the name because 
of the grant contained in the bill of sale would induce the court to 
enjoin its use because of unfair competition. 

The question is one of fact. The legal rules are settled. 
Chancellor Walker said in National Biscuit Co. v. Pacific Coast 
Biscuit Co., 83 N. J. Eq. 369, at page 371, 91 Atl. 126, at page 127 
[4 T. M. Rep. 356]: 


“The underlying principle that no man has a right to palm off his 
wares as those of another, thereby cheating the purchasing public and filch- 
ing the business of a rival, is so essentially an element of natural justice 
and so solidly imbedded in our jurisprudence that all that is necessary to 
quicken a court of equity is to show that in the particular instance the 
offense has been committed.” 
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Vice Chancellor Backes in Cape May Yacht Club v. Cape May 
Yacht and Country Club, 81 N. J. Eq. 454, 456, 86 Atl. 972, 973, 
said: 


“Jurisdiction of courts of equity to prevent injury from infringement 
of trade-names has been liberally exercised and applied in all circumstances 
whenever it appeared that the name was an established, distinctive and 
valuable adjunct to an undertaking, whether used to distinguish manu- 
factured articles, a place of business, or a corporation, commercial, or one 
formed not for pecuniary gain. All that is required to bring into activity 
the injunctive powers of the court is to inform it that the complainant’s 
trade is in danger of harm from the use of its name by the defendant in 
such a way as is calculated to deceive the public into the belief that the 
defendant’s affairs in the respect complained of, are those of the com- 
plainant.” 


Vice Chancellor Howell said (and his opinion was approved 
by the Court of Errors and Appeals in R. & C. H. T. Co. v. Rubber 
Bound Brush Co., 81 N. J. Eq. 419, at page 424, 88 Atl. 210, 
at page 212, Ann Cas. 1915B, 365, [8 T. M. Rep. 496]): 


“It is not necessary that the complainant in order to succeed should 
prove misrepresentation or actual fraud by the defendant, or give any evi- 
dence that any single person was deceived. It is enough if in the opinion 
of the judge the symbol or device or get-up used by the defendant is one 
which so closely resembles the symbol, device or get-up used by the com- 
plainant as to be likely to deceive the public. If so, then the conditions 
required by the rules of law are fulfilled, and the decision of the question 
is one which must be committed to the eye and the sound judgment of the 
judge to whom the case is presented.” 


The Court of Appeals said in Munn & Co. v. Americana Co., 
83 N. J. Eq. 309, 91 Atl. 87, L. R. A. 1916D, 116, [6 T. M. Rep. 
337], that: 


“Fraudulent conduct on the part of the defendant is a necessary ele- 
ment” (citing International Silver Uo. v. Rogers, 71 N. J. Eq. 560, 563, 63 
Atl. 977). 


The court does not state what constitutes fraudulent conduct 
or what proof is required from which fraudulent intent may be in- 
ferred. Vice Chancellor Emery said in Eureka Fire Hose Co. v. 
Eureka Rubber Mfg. Co., 69 N. J. Eq. at page 167, 60 Atl. at page 
564: 

“This protection is granted without regard to the intent of the in- 
fringer, because a fraudulent intent to deceive the public and appropriate 
the benefit of the trade reputation of another is conclusively presumed, 
from the using of the name or mark after request to desist, although the 


absence of such intent may in some cases be a defense to an action for 
damages.” 
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And see, also, Wirtz v. Eagle Bottling Co., 50 N. J. Eq. 164, 
24 Atl. 658; International Silver Co. v. Rogers, 66 N. J. Eq. 119, 
at page 129, 57 Atl. 1037, 2 Ann. Cas. 407; National Biscuit Co. v. 
Pacific Coast Biscuit Co., 83 N. J. Eq. at page 380, 91 Atl. 126, 
[4 T. M. Rep. 356]. 

Expressed briefly, I think the rule is that “unfair competition” 
is “fraudulent conduct.” 

Examining the facts in the light of the rules of law herein- 
before referred to, it seems to me that it cannot seriously be argued 
that the use by the defendant of the name “Hilton’s” in the manner 
it is used in connection with stores in close proximity to those of 
“The Hilton Co.” cannot but lead to confusion, and tend to injure 
the good will of the complainant, his interest in which the defendant 
sold to the complainant. I must consider that I am a man of 
ordinary intelligence, and that I proceed with ordinary care and 
caution, and I know that if I walked down Nassau street, New York, 
having seen the sign of “The Hilton Co.” in the Hudson Terminal 
and desired to buy a suit of clothes as advertised, if I first saw on 
one side of the street the store of the defendant with the sign 
‘“‘Hilton’s,’ I would immediately reach the conclusion that it was 
the same establishment which had advertised in the Hudson Termi- 
nal. If by chance I glanced across the street and saw another 
store with the words “The Hilton Company” over it, then I might 
wonder why the company had two stores in such close proximity, 
and I might be led to investigate as to which of the stores really 
had done the advertising. If, however, I walked into the store of 
the defendant at Thirty-Third street and Fifth avenue, there would 
be nothing which would tend to raise my suspicions that that store 
was not that of the party advertising. The word “Hilton’s” is 
the popular possessive of the words “The Hilton Co.,” just as 
“Macy’s” is of R. H. Macy & Co. It seems to me that if the de- 
fendant can be allowed to open a store opposite or in close proximity 
to the stores of the complainant under the name of “Hilton’s,” then 
there is no objection to a store being opened opposite or in close 
proximity to ‘““Macy’s,” and the use by such store of the designation 
“Macy’s.” 
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There are three affirmative defenses set up by the defendant: 

First. It is insisted that the complainant is perpetrating a 
fraud upon the public by selling goods advertised as manufactured 
by it which are not, in fact, so manufactured, and that the case is 
within Perlberg v. Smith, 70 N. J. Eq. 638, 62 Atl. 442. The 
proofs disclose that at the present time a very large proportion of 
the clothing is manufactured by the “company’’—I think between 
90 and 95 per cent. The proportion of goods actually manufactured 
has steadily increased. While some of the advertisements may be 
said to leave the impression on the mind that the goods sold are 
actually manufactured by the “company,” yet most of them are 
consistent with the idea that the goods are not so manufactured, but 
are selected by the “company.” It makes no difference to the pub- 
lic by whom the goods are manufactured so long as the public is 
satisfied with the article that it gets. The reputation of the ‘“com- 
pany” has grown, not because of the fact that it manufactures the 
article, but because it produces to the public an article that the 
public wants. The good will that has resulted is entitled to pro- 
tection. I do not think that the case is within Perlberg v. Smith, 
but rather within the reasoning of Johnson & Johnson v. Seabury 
é& Johnson, 71 N. J. Eq. 750, 67 Atl. 36, 12 L. R. A. (N. S.) 1201, 
124 Am. St. Rep. 1007, 14 Ann. Cas. 840; N. Y. & N. J. Lubricant 
Co. v. Young, 84 N. J. Eq. 469, 94 Atl. 570, [5 T. M. Rep. 313], 
reversing Vice Chancellor Stevens, 77 N. J. Eq. 321, 77 Atl. 344, 
140 Am. St. Rep. 560; Regent Shoe Mfg. Co. v. Haaker, 75 Neb. 
426, 106 N. W. 595, 4 L. R. A. (N. S.) 447. 

Second. The defendant insists that the complainant acquiesced 
in the use of the word “Hilton’s” by the defendant. There is no 
proof of any acquiescence on the part of the complainant except 
with respect to the use of the name by the sons of Joseph in Pater- 
son. Assuming the testimony on the part of the defendant with 
respect to this to be true, there was a statement made by Phillip to 
the wife of Joseph and one of the sons that he did not care if they 
opened in Paterson, what name they used so long as they did not 
use the name of “The Hilton Co.” I do not believe that Phillip 
ever intended to permit the use by Joseph, or by the sons, of the 
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word “Hilton’s” in any way which would result in unfair competi- 
tion. It is almost inconceivable. I rather assume that he thought 
that the use of the term “Hilton’s” in Paterson would not result in 
unfair competition with his stores. The Paterson store has been 
discontinued, so that I do not have to determine whether I would 
enjoin the use of the word “Hilton’s” in Paterson. The consent 
was not broad enough to cover the stores in New York or in any 
other place where the result would be competition with “The Hilton 
Co.” stores. I think the acquiescence presents no obstacle to relief. 

Third. It is insisted that, because in Perth Amboy a similar 
business was conducted under the name of “Hilton” and also in 
Yonkers, the complainant is not entitled to relief. There is no 
proof whatever that the store in Yonkers, which has now been dis- 
continued, or the store in Perth Amboy, in any wise competed with 
any “Hilton Co.” store. Although the name may be used elsewhere, 
yet such use if in a noncompetitive community or to a small extent 
will not prevent relief. 

Upon the ground of unfair competition and because it is an 
attack upon the good will of “The Hilton Co.” the use of the term 
“Hilton’s” by the defendant to designate his stores which are in 
competition with those of “The Hilton Co.” will be enjoined. 

Throughout these conclusion I have used the term “it” to refer 
to “The Hilton Co.” for convenience. 

Counsel on both sides have referred to many cases from foreign 
jurisdictions. I have considered it unnecessary to deal with them, 
as I think the rules applicable are settled by prior decisions in this 
jurisdiction. 

Counsel may present a form of decree on Monday, August 13th, 
or Wednesday, the 15th. 
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RENNER Brewinea Company v. RoLLanp 
(118 Northwestern Rep. 118) 


Ohio Supreme Court, May 15, 1917 


1. Srare Recistration Act—ConsTITUTIONALITY. 

An act of the State of Ohio, providing for the registration of 
marks used on bottles and forbidding their use by others than the 
owners is a constitutional exercise of the police power of the state. 

2, InsuNctiION—EFrect oF Penat Remepy. 

The fact that an offense against the owner of a registered mark is 
punishable criminally, should not prevent the issuance of an injunction 
for his protection. 


Error from a judgment of Court of Appeals of Mahoning 
County, affirming a judgment of the court of common pleas, sustain- 
ing a demurrer to the petition. Reversed and remanded, with 
directions. 

On the 21st day of June, 1916, the Renner Brewing Company, 
a corporation, filed in the common pleas court of Mahoning County 
a petition praying that Henry W. Rolland be perpetually enjoined 
from gathering, purchasing, trafficking in, selling, or otherwise 
taking possesion of and disposing of bottles owned and used by the 
plaintiff in the operation of its business. 

The petition averred among other things that the plaintiff is 
engaged in the manufacturing, bottling and selling of beer, using in 
the delivery of same a large number of bottles; that its name and 
trade-mark are blown and embossed upon each and every bottle 
used by it; and that on the 18th day of January, A. D. 1916, it duly 
registered and filed in the office of the secretary of state in the city 
of Columbus, Ohio, and on the 19th day of January, A. D. 1916, it 
duly registered and filed in the office of the clerk of courts of Ma- 
honing County, Ohio, and beginning on the 19th day of January, 
A. D. 1916, it duly advertised for three consecutive weeks in the 
Youngstown Vindicator, as provided by law, a description of these 
bottles and the trade-mark blown upon them. It is further averred 
that the defendant unlawfully gathers, purchases, traffics in, and 
otherwise takes possession of, a large number of these bottles, the 
property of plaintiff, and that at the time of the filing of this suit 
defendant had in his possession 250 cases of bottles belonging to 
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plaintiff ; that he has four wagons which are daily gathering bottles 
of plaintiff throughout the city of Youngstown, Ohio, and surround- 
ing villages and towns and that he sells and otherwise disposes of 
same to the various breweries of Youngstown and elsewhere at the 
highest prices obtainable therefor; that defendant threatens to and 
will, unless restrained by the court, continue to gather, purchase, 
traffic in, and take possession of, bottles belonging to plaintiff, and 
will sell and otherwise dispose of the same; that plaintiff has suf- 
fered and will continue to suffer great and irreparable damages; 
that it has no adequate remedy at law; and that it will be put to a 
multiplicity of suits in order to recover this property from de- 
fendant, unless defendant be restrained by the court. To this peti- 
tion defendant filed a demurrer, which demurrer was sustained by 
the court of common pleas. 

Upon appeal, the Court of Appeals of Mahoning County also 
sustained the demurrer to the petition, for the reason: 

“That sections 13169, 13169—1, 13169—2, 13169—3, of the General 
Code, are unconstitutional, and on the further ground that the injunction 
asked for therein is to prevent the commission of a criminal offense.” 

This proceeding in error is brought to reverse the judgment of 
the Court of Appeals sustaining the demurrer to the petition. 


E. H. Moore and S. M. Strain, both of Columbus, for plaintiff 
in error. 

David G. Jenkins and Harrington Simpson, both of Youngs- 
town, for defendant in error. 


Donauve, J.: In the case of State of Ohio v. Schmuck, 77 
Ohio St. 438, 83 N. E. 797, 14 L. R. A. (N. S.) 1128, 122 Am. 
St. Rep. 527, this court held that sections 4364—42, 4364—43, 
4364—44, and 4364—45, Revised Statutes, were in conflict with 
sections 1, 14 and 19 of article 1 of the Constitution of Ohio. These 
sections of the Revised Statutes related to the same subject-matter 
now covered by sections 13169, 13169—1, 13169—2 and 13169—3, 
General Code, passed March 24, 1915, 106 Ohio Laws, p. 108. 
The General Assembly of Ohio in enacting these sections of the 
General Code, now under consideration in this case, guided by the 
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decision of this court in the case of State of Ohio v. Schmuck, supra, 
undertook to eliminate all the provisions in the old Jaw in conflict 
with sections 1, 14 and 19 of article 1 of the Constitution of Ohio. 
These sections of the General Code as they now read contain no 
provision for the issuing of a warrant to search premises and seize 
property, nor requiring the written consent of the owner, or any 
other provision that would hinder the sale of the property described 
in these sections, as other personal property is bought and sold in 
the ordinary course of business; nor do these sections contain any 
provision that the use or possession of this property without the 
written consent of the owner shall be prima facie evidence that such 


These objectionable features were all contained in the original 
act, and they were the only provisions of that act discussed by the 
court in State of Ohio v. Schmuck, supra. Therefore the conclu- 
sion reached in that case can have no application to the case now 
under consideration further than the fact that in that case the court 
found no constitutional objection to any of the provisions of the 
original act except the ones specifically referred to in the opinion. 
However that may be, there is nothing in these sections of the Gen- 
eral Code that prohibits acquiring, possessing and protecting prop- 
erty, or that violates the right of any one to be secure in his person, 
house, papers and possessions against unreasonable search and seiz- 
ure; nor is there anything that authorizes the taking of private 
property from its owner for any purpose whatever. 

It is contended, however, that these sections of the General 
Code are in conflict with section 26 of article 2 of the Constitution. 
Undoubtedly these sections are laws of a general nature, but it is 
equally clear that they have uniform operation throughout the state 
upon every person brought within the relation and circumstances 
therein provided for, and in every locality where the condition 
exists. Assur v. Cincinnati, 88 Ohio St. 181, 102 N. E. 702; State 
ex rel. v. Miller, 87 Ohio St. 12, 99 N. E. 1078, 44 L. R. A. 
(N.S.) 712, Ann. Cas. 1913E, 761; State er rel. v. Creamer, Treas., 
85 Ohio St. 349, 97 N. E. 602, 39 L. R. A. (N. S.) 694; Miller v. 
Crawford, 70 Ohio St. 207, 71 N. E. 631, 1 Ann. Cas. 558; State 
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ex rel. v. Spellmire, 67 Ohio St. 77, 65 N. E. 619; Cincinnati v. 
Steinkamp, Trustee, 54 Ohio St. 284, 43 N. E. 490. 

It is the settled law of this state that the General Assembly in 
the exercise of the police power of the state has the right to make 
classification based upon a sound, substantial reason, and before a 
court will interfere with this power and prerogative of the General 
Assembly it must clearly appear that there is no valid reason for 
such classification. Bloomfield v. State, 86 Ohio St. 253, 99 N. E. 
309, 41 L. R. A. (N. S.) 726, Ann. Cas. 1913D, 629, and Marmet 
vy. State, 45 Ohio St. 63, 12 N. E. 463. 

Ordinarily, personal property can be kept in the possession 
and under the control of its owner. He is in position to safeguard his 
property and can easily identify it should it wrongfully or unlaw- 
fully be taken from his possession; but not so with the property de- 
scribed in section 13169 et seg., General Code. The use to which 
such property is put absolutely requires that it must pass from the 
possession of its owner into the temporary possession of the pur- 
chaser of the product marketed in such bottles, syphons and other 
containers, and having once passed from the possession of the owner 
into the hands of a large number of customers he would have no 
means of protecting his property or identifying it from other ar- 
ticles of like kind, unless his name or other mark or device were 
branded, stamped, engraved, etched, blown, or otherwise produced 
upon the same. Not only this, but a confusion of this character of 
property would result in endless litigation, the cost of which would 
make the remedy more burdensome than the wrong. 

The practical application of these statutes to this character of 
business and this character of property cannot injure any honest 
individual who recognizes and respects the rights of property, but, 
on the contrary, it will interfere only with the business of those, 
who, regardless of the property rights of others, take advantage of 
the extraordinary opportunity offered by the necessities of such 
business to appropriate this class of property to themselves. These 
statutes are by no means an isolated example of legislative recogni- 
tion of the fact that certain character of property and certain kinds 
of business demand legislation peculiar to the needs of such busi- 
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ness or property. The statutes relating to junk dealers are par- 
ticularly in line with the statutes under consideration, yet these 
statutes were held to be a necessary, reasonable and constitutional 
exercise of the police power. Phillips v. State of Ohio, 77 Ohio St. 
214, 82 N. E. 1064. This case was decided at the same term of 
court in which the case of State of Ohio v. Schmuck, supra, was 
decided. In the opinion in the case of Phillips vy. State, it is said 
(77 Ohio St. at page 217, 82 N. E. 1065): 

“The general power of the Legislature to determine what is necessary 
for the protection of the public interests being clear, judicial inquiry is 
necessarily limited to determining whether a particular regulation is rea- 
sonable, impartial and within the limitations of the Constitution. The 
Legislature is the judge of the mischief and the remedy, and of what shall 
be state policy, subject to the restrictions just mentioned.” 

The opinion further calls attention to the peculiar nature of the 
business and the necessity of special laws and restrictions in refer- 
ence thereto. In the case of Wessell v. Timberlake, 95 Ohio St. 21, 
116 N. E. 43, recently decided by this court, it was held that chattel 
loans on mortgage security or otherwise, the rate of interest on such 
loans, and the ways and means of assigning wages, are proper sub- 
jects for the exercise of the police power by the General Assembly 
of the state. A statute discriminating between persons selling 
products of their own raising and those selling purchased products, 
has been held constitutional. Brown v. Toledo, 83 Ohio St., 491, 94 
N. E. 1102, affirming Toledo v. Brown, 22 O. C. D. 357. Statutes 
regulating trades and professions, peddlers, ferrymen, tavern 
keepers, the price of grinding corn, child labor, the sale of in- 
toxicating liquors, the giving away of food without charge in places 
where intoxicating liquors are sold, and many others of a similar 
nature, relating to some particular business or some particular class 
of property, have also been held constitutional by this court. 

Perhaps one of the earliest recognitions of the need of legisla- 
tion peculiar to certain classes of property is found in the statutes 
relating to horse stealing. The statutes defining theft or larceny 
of property provide that whoever steals anything of value is guilty 
of larceny, and if the value of the thing stolen is $35 or more he 
shall be imprisoned in the penitentiary not less than 1 year, nor 
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more than 7 years. The terms of this statute would include a horse 
as well as any other kind of property, for a horse is “a thing of 
value’; but in the pioneer days, when means of travel and com- 
munication between different parts of the country were slow and 
burdensome, a horse was a favorite subject of larceny, because it 
could easily be ridden or driven out of the locality in which it was 
stolen into distant parts, and the possibilities of overtaking the thief 
or recovering the property were much less than where other forms 
of property had been stolen. Therefore a statute was passed 
making horse stealing a separate crime and imposing, not only upon 
the horse thief, but upon any one who knowingly concealed him, a 
punishment of not less than 1 year, nor more than 15 years. In 
other words, a person guilty of stealing property worth $1,000 in 
money cannot be sent to the penitentiary for more than 7 years, yet 
one who steals a horse worth $100 may be sent to the penitentiary 
for 15 years; yet no one doubts that the owner of the horse is en- 
titled to this additional protection to his property over the protec- 
tion afforded to other classes of property, because the horse is not 
only easy to steal, particularly when in distant pastures, but also 
because the horse itself will furnish the means of transporting the 
thief and the stolen property to great distances from the locality of 
the crime. 

Statutes have also been passed punishing other than under the 
general larceny statute the stealing of a will, the stealing of il- 
luminating gas, or the making of a device for such purpose, the 
stealing of timber unlawfully cut, the carrying away of timber 
having a trade-mark, and, in later days, the Legislature has recog- 
nized the need of legislation peculiar to motor vehicles, which have 
also become a favorite subject of larceny for the same reasons that, 
in earlier days at least, made horse stealing so prevalent. All this 
legislation, peculiar to different kinds and character of property, 
has been sustained by this court because the reason and necessity 
for the same are apparent 

The statutes under consideration by this court in the case of 
State v. Schmuck, supra, were far more vulnerable to attack on the 
ground that they were repugnant to section 26 of article 2 of the 
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Constitution than the sections of the General Code now under con- 
sideration, yet this court did not find those statutes in conflict with 
that section, but in conflict with sections 1, 14 and 19 of article 1 of 
the Constitution only. These sections not only protect the owner 
of the property, but also protect the public from fraud and imposi- 
tion. The provisions in this act making it unlawful to refill the 
containers so marked or branded, with intent to sell such contents, 
prevents the marketing of a spurious or inferior article as the 
genuine, and is an assurance to each purchaser that he is buying 
the goods of the manufacturer or dealer whose name or trade-mark 
is blown into or branded upon the containers. 

It is further contended that injunction is not the proper remedy 
to compel obedience to the penal laws of the state. That of course 
is true, but the fact that wrongful interference with another’s prop- 
erty may constitute a penal offense is no reason for refusing a writ, 
if the plaintiff for other reasons is entitled to the same. 

The petition avers that the defendant has ever since the 16th 
day of March, 1916, continued to gather, purchase, traffic and other- 
wise take possession of the bottles of the plaintiff; that he threatens 
to and will, unless restrained by the court, continue to gather, pur- 
chase, traffic in, and take possession of said bottles, and will sell and 
otherwise dispose of the same; that the plaintiff has suffered and 
will continue to suffer great and irreparable damages; that it has no 
adequate remedy at law; and that it will be put to a multiplicity of 
suits in order to recover its property unless defendant be restrained 
by the court. It is clear that these averments are sufficient to au- 
thorize the court to grant a perpetual injunction if the allegations 
are sustained by proof. 

The judgment of the Court of Appeals sustaining the demurrer 
to the petition is reversed, and the cause is remanded to that court, 
with directions to overrule the same, and for further proceedings ac 
cording to law. 

Judgment reversed. 


Nicuo us, C. J., and WANAMAKER, NEwMAN, Jones, MartruHias 
and JoHNnson, JJ., concur. 
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Rice-Stix Dry Goons Co. v. SCHWARZENBACH HuBErR Co. 


Court of Appeals of the District of Columbia 
January 7, 1918. 


Trapve-MarK—ABANDON MENT. 

When, upon the dissolution of a partnership, the trade-mark used 
therein is turned over to one partner, who does not continue the busi- 
ness nor use the mark, while the business is otherwise disposed of, the 
mark is abandoned. 

2, Trape-MarkK—AssIGN MENT. 

An assignment of a trade-mark by one of the former partners of a 
firm, dissolved ten years previously, during which period no use was 
made of the mark, conveys no title. The assignee’s right dates only 
from its first use of the mark. 

3. Trape-Mark—Use. 

The application of a mark to the label accompanying goods, by 
writing the mark thereon in pencil is sufficient use to support a claim 
of right to the mark. 


_ 


On appeal from the decision of the Commissioner of Patents 
in an interference proceeding. Affirmed. 

Carr & Carr, for appellant. 

E. T. Fenwick and L. L. Morrell, for appellee. 

Van Orspet, J.: This is a trade-mark interference, in which 
the contending parties are each claiming the prior right to the use 
of the word “Society” as a trade-mark for silk piece goods. 

Appellant, a Missouri corporation, was granted registration of 
the mark in January, 1915. Appellee, a New Jersey corporation, 
is seeking registration of the mark, and from the decision of the 
Commissioner granting its request, this appeal was taken. 

Both the mark and the use are the same. The sole question is: 
Which one used it first in such a manner as to constitute, under the 
law, a trade-mark use? Appellant’s registration of the mark es- 
tablishes prima facie ownership, and places the burden upon ap- 
pellee as the junior party. 

The use by appellant, prior to July 1, 1914, is dependent upon 
a purchase of the mark from one Duncan. Witnesses were pro- 
duced to show use of the mark by the firm of Duncan & Stenz in 
1904 and 1905. Duncan & Stenz dissolved partnership in the lat- 
ter part of 1905, and ceased to use the mark thereafter. Disposing 
of the business of the firm, the mark was turned over to Duncan, 
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but Duncan in no way continued the business of the firm. In 1914 
Duncan assigned the mark to appellant corporation. The property 
right of Duncan & Stenz in the mark was dependent upon the con- 
tinuous use of the mark in their business. When they ceased to 
continue the business, the mark was abandoned, and was subject 
to appropriation by anyone. It follows that the assignment of the 
mark in 1914 was a mere nullity, so far as establishing an earlier 
use by appellant. Duncan & Stenz had no property right in the 
mark separate and apart from their business. A transfer of the 
business could have carried the mark with it, and the purchaser 
would succeed to all the rights of the vendor in the mark. But 
when they abandoned their business, the mark became abandoned. 
Eiseman v. Schiffer, 157 Fed. 473. It is clear, therefore, that July 
1, 1914, is the earliest date available for appellant. 

We think appelle has established a trade-mark use of the word 
“Society” on silk goods since 1912. Appellant, however, contends 
that appellee’s use amounted to nothing more than a grade mark, 
since the mark was written on the wrapper with a pencil, instead 
of being printed on the label, and was applied only to a particular 
style or weave of silk goods. Whether the mark be printed or writ- 
ten on the goods, or on the container in which the goods are sold, 
is immaterial; so long as the mark conveys to the purchaser knowl- 
edge of the origin or source of manufacture of the goods to which 
it is applied. Hopkins on trade-marks, p. 65. The evidence con- 
clusively shows, not only such a use of the mark by appellee com- 
pany, but that it was regarded as a trade-mark use by the trade 
generally. 

The decision of the Commissioner of Patents is affirmed, and 


the clerk is directed to certify these proceedings as by law required. 
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trade-marks in this, or in any country; 
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countries. 
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